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FRUIT INDUSTRIES V. BISCEGLIA BROS. CO. 


Fruit Inpustries, Lrp. v. Bisceguia BrotrHers CorPoRATION 
United States Circuit Court of Appeals, Third Circuit 


February 8, 1939 


Trape-Marks—Priority—Ricuts or Junior User—Terriroriat Restric- 
TIONS. 

The senior user of a trade-mark is barred from interfering with a 
junior user thereof when the latter, in good faith and without notice of 
its use by the senior user, expends money and effort in building up a 
business in territory long unoccupied by the senior user; or when the 
senior user, with notice of the infringement, delays for an unreasonable 
time in asserting his rights. 

Trape-Marks—“GRrEYSTtONE” ON Wines—LACcHEs. 

Appellant’s predecessor, the California Wine Association had, prior 
to prohibition, used the word “Greystone” as a trade-mark on wine and 
registered it in the Patent Office in 1911. The said Association in 1929 
was taken over by appellant, together with its trade-marks and labels. 
In 1925 the said Association sold to Biseeglia Bros., a partnership, a 
winery known as Greystone Winery, Bisceglia Bros. also registering the 
name “Greystone” in the United States Patent Office. After prohibition, 
one Black, trading as Bisceglia Bros. purchased wine from Bisceglia 
Bros. and bottled and resold it to the Pennsylvania Liquor Control 
Board. Inasmuch, however, as appellant, although prompt in assert- 
ing his rights to the mark “Greystone” as against Bisceglia Bros. of 
California and the California Wine Association, failed to take action 
against appellee until after the latter had built up a substantial business 
in Pennsylvania, in which territory appellant had never sold its “Grey- 
stone” wines, the latter held barred from an injunction. 


In equity. Appeal from the United States District Court, East- 


ern District of Pennsylvania, dismissing the bill. Affirmed. For 
decision below, see 28 T.-M. Rep. 5. 


Benjamin M. Golder, of Philadelphia, Pa., and Mabel Walker 
Willebrandt, of Washington, D. C., for appellant. 

Herman H. Krekstein, Lester Lichtenstein and Joseph W. Hen- 
derson, all of Philadelphia, Pa., for appellee. 


Before Davis and TuHompson, Circuit Judges, and Jounson, 
District Judge. 


Jounson, D. J.: This is an equity suit brought in the United 
States District Court for the Eastern District of Pennsylvania, by 


appellee, a Pennsylvania Corporation, against the appellant, a Cali- 
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fornia Corporation, to restrain the appellant from interfering with 
the sale by the appellee in Pennsylvania of wine under the trade- 
mark “Greystone” on the ground that such interference constitutes 
unfair competition. 

The District Court found that the interference amounted to un- 
fair competition, and granted an injunction against the appellant, 
Fruit Industries, Ltd., restraining it from any further interference 
with appellee’s sale of “Greystone” wine in Pennsylvania. 

The injunction was based upon a finding that appellee had in 
good faith built up a substantial business under this trade-mark in 
Pennsylvania, a territory which had been unoccupied for a long time 
by appellant, and that appellant had delayed an unreasonable time in 
asserting its rights, and was consequently barred from interfering 
with the appellee’s use of the name in that state. Appellant has 
appealed, alleging in substance that this finding is erroneous. 

The essential facts are as follows: the trade-mark “Greystone” 
was used by the California Wine Association as early as 1895, and 
was registered by it in the Patent Office in 1911. Prior to Prohibi- 
tion, the Association bottled and sold a light hock wine under the 
name “Greystone,” and also used the name in connection with cer- 
tain wine sold in bulk. The Association sold some “Greystone” 
wine in Pennsylvania prior to Prohibition. 

The appellant, Fruit Industries, Ltd., is a non-profit cooperative, 
agricultural association, organized in 1929, by merging several wine- 
making concerns, one of which was the California Wine Association. 
In this merger, the Association turned over to appellant all its prop- 
erty, including its trade-mark, brands, and labels. Appellant re- 
newed the Association’s registration of the name “Greystone” in the 
U. S. Patent Office on May 9, 19381. 

In 1925, California Wine Association sold an old winery, known 
as Greystone Winery, to Bisceglia Brothers, a partnership of San 
Jose, California. The purchaser used this winery for storage pur- 
poses until 1933, and since that time has used it in the manufacture 
of wine. 

On September 19, 1933, the California firm of Bisceglia Broth- 
ers also registered the name “Greystone” in the U. S. Patent Office. 
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On the repeal of Prohibition, Edward Black, of Philadelphia, 
purchased wine in bulk from Bisceglia Brothers of California, bot- 
tled and resold it to the Pennsylvania Liquor Control Board, the 
only agency through which wine could be legally distributed in Penn- 
sylvania. Black traded under the name of Bisceglia Brothers, and 
was registered thus under the Pennsylvania Fictitious Names Act. 
Subsequently, Black died, and his estate continued to sell “Grey- 
stone” wine to the Board until May 3, 1934, when the business was 


transferred to the appellee corporation. 


There was no evidence to show any relationship of agency be- 


tween Bisceglia Brothers of California and Bisceglia Brothers Cor- 
poration of Pennsylvania, the appellee corporation, or its prede- 
cessors. So far as the record discloses, they have always been en- 
tirely distinct and separate organizations. 

On July 6, 1934, Fruit Industries, Ltd., instituted proceedings 
against Bisceglia Brothers of California to cancel the latter's regis- 
tration of the trade-mark “Greystone” in the U. S. Patent Office. 
On December 17, 1934, the California partnership permitted a 
decree pro confesso to be entered cancelling this registration. 

Throughout all 1934, and most of 1935, all the California Wine 
Association brands, including “Greystone,” were involved in litiga- 
tion between the appellant, Fruit Industries, Ltd., and the California 
Wine Association. ‘The right to use these marks, as against the 
Association, was secured by appellant in a consent decree. 

The appellant also brought an equity suit in California against 
Bisceglia Brothers of California, which resulted in an agreement 
whereby appellant was granted all the partnership's rights to the 
use of the trade-mark. Prior to this agreement, however, Bisceglia 
Brothers of California had a controversy with the appellee with 
reference to the latter’s use of the trade-mark in Pennsylvania. 
This resulted in an abandonment by the California firm to the appel- 
lee of all its rights to the trade-mark in this state. 

Appellee’s sales of various types of “Greystone” wine to the 
Pennsylvania Liquor Control Board amounted to $338,620.45 in 
1984, to $378,406.00 in 1985, and to $630,229.32 in 1936. During 
these three years appellee expended $117,669.28 in advertising and 
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promoting the sale of various types of “Greystone” wines. Ninety 
percent of appellee’s business is based on sales to the Pennsylvania 
Liquor Control Board, and it is estimated that about 30 percent of 
all wine sold through the Pennsylvania liquor stores is appellee’s 
“Greystone” brand. The trade-mark has been in uninterrupted use 
by the appellee in Pennsylvania since the repeal of Prohibition, and 
was registered by appellee under the state law on February 6, 1936. 
The appellant stipulated, as part of the record in the court below, 
that it knew early in 1934, that the Pennsylvania State Liquor Stores 
were selling various types of wine under the name “Greystone” 
which were not the product of the appellant. 

On January 25, 1937, the appellant notified the Liquor Control 
Board that it was the owner of the trade-mark “Greystone” and 
that the appellee was unlawfully using the same. To avoid any 
liability from selling and distributing appellee’s product, the Board 
discontinued further purchases from appellee until March, 1937, 
when appellee arranged to give a bond to indemnify the Board from 
any liability, whereupon the Board resumed purchasing from the 
appellee. 

The question presented is whether under these circumstances 
the appellant has the exclusive right to use the trade-mark “Grey- 
stone” in Pennsylvania. 

From the record, the following conclusions are justified: Prior 
to Prohibition the California Wine Association had a valid right to 
the exclusive use of the trade-mark “Greystone” in Pennsylvania. 
During Prohibition, this right was transferred to appellant. How- 
ever, the trade-mark did not enjoy any extensive reputation in 
Pennsylvania, and at the time of Repeal, its good-will was negligi- 
ble. When Prohibition was repealed, appellee innocently adopted 
and used this trade-mark in Pennsylvania. Early in 1934, the ap- 
pellant learned that this trade-mark was being used in Pennsyl- 
vania, but took no action to interfere with this use until January, 
1937. During this period the appellant did not offer its “Greystone” 
wine to the Pennsylvania Liquor Control Board, and appellee built 
up a large and profitable business and spent large sums of money in 


advertising and promoting the sale of wine under this name. 
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Under these facts and circumstances, the decree of the lower 
court is fair and equitable. 

The senior user of a trade-mark is barred from interfering with 
a junior user of the same mark when (1) the junior user, in good 
faith and without notice of its use by the senior user, expends money 
and effort in building up a substantial business in a territory which 
has been unoccupied for a long time by the senior user’s business ; 
and when (2) the senior user, with notice of the infringement delays 
for an unreasonable time in asserting his rights. Hanover Star 
Milling Company v. Metcalf, 240 U. S. 403, 36 S. Ct. 357, 60 
L. Ed. 713 [6 T.-M. Rep. 149]; United Drug Co. v. Rectanus Co., 
248 U. S. 90, 39 S. Ct. 48, 63 L. Ed. 141 [9 T.-M. Rep. 1]. 

The District Court held that under the above rule the appellant 
was barred from interfering with appellee’s use of the trade-mark 
“Greystone.” Appellant contends, however, that in the present 
case the time which elapsed between its first knowledge of the sale 
of “Greystone” wine in Pennsylvania, and its first action toward 
preventing such sale in that state, a period of approximately three 
vears, is too short a time to warrant the application of this rule. 


The rule is based upon the principle that equity will not aid a 


litigant who has been guilty of unreasonable delay in asserting his 


rights. No arbitrary rule can be stated with reference to the time 
which will constitute an unreasonable delay. This depends in each 
case upon the extent to which the junior user, who has built up his 
business in good faith, will be injured by enforcement of the senior 
user's rights. 

Because of the rapid growth of the wine and liquor industry 
which took place following the repeal of Prohibition, appellee has 
been able to build a large and profitable business in Pennsylvania 
in a short time. These circumstances required prompt action on the 
part of the appellant because it knew, or should have known, that 
the wine business was growing rapidly, and that delay in enforcing 
its rights would result in serious injury to appellee. 

Appellant contends that its failure to use its “Greystone” brand 


in Pennsylvania was due to the fact that it was awaiting the outcome 
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of its litigation with California Wine Association and Bisceglia 
Brothtrs of California. It further contends that because appellee's 
labels stated that its “Greystone” wine was manufactured by Bis- 
ceglia Brothers of California, it proceeded to protest to that firm un 
der the impression that it was responsible for the sale of this brand 
in Pennsylvania. Appellant also contends that the court below should 
have found that appellee and its predecessors were acting as the 
agents of Bisceglia Brothers of California. 


Much testimony was taken by the trial court on these matters, 
and the court below, in a full and carefully considered opinion, 


found that no agency relationship existed between appellee and the 
California firm, and that appellant made no inquiry to determine 
whether the “Greystone” wine sold in Pennsylvania was that of 
Bisceglia Brothers of California, although the name of the appellee 
distributor appeared on its labels and advertising matter. The 
lower court further found that appellant declined to sell its “Grey- 
stone” brand to the Pennsylvania Liquor Control Board because of 
unacceptable credit terms. The court below then concluded that 
appellant “.... has by its conduct and its failure to project its busi- 
ness in this state, and having an equal opportunity, evidenced an in- 
tent to abandon, and is by its laches and acquiescence precluded 
from preventing the plaintiff (appellee) from enjoying the benefits 
of its trade and good-will in Pennsylvania which it has built up at 
great expense.” The court below was fully warranted in the above 
stated findings of fact and conclusions of law. 

In the opinion of the court below the district judge has sepa- 
rately found the facts and reached his conclusions of law, which are 
ably and comprehensively covered and discussed in his opinion. We 
have carefully examined all of his findings of fact and conclusions 
of law, and agree therewith. The decree of the court below is there- 
fore affirmed. 


Davis, C. J., dissenting: I am constrained to dissent from the 
conclusion reached by the court in this case. 

In order to get a full understanding of this case and reach a cor- 
rect conclusion it is necessary to restate some of the facts. 
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The “Greystone” mark was first owned and used from 1895 to 
1929 by the California Wine Association, hereinafter referred to as 
the Association. In May, 1911, the Association registered this 
name in the United States Patent Office as a trade-mark for Hock- 
Type (white Rhine type) of wine, though it also used the name on 
labels of other types of wines such as Port, Burgundy and Sherry 
and also on labels of brandy. The name “Greystone,” when refer- 
ring to wines, was used to connote wines produced in several Cali- 
fornia counties, including Napa, Sonoma and Lake counties, and 
was not limited to wines produced at or about a certain “Greystone” 
Winery then owned by the Association. These “Greystone” wines 
were marketed generally by the Association throughout the United 
States until prohibition in 1920, and thereafter in sacramental and 
medicinal channels. There is evidence of such sales being made in 
Pennsylvania. 

In 1924, a partnership in San Jose, California, consisting chiefly 
of members of the Bisceglia family, and known as Bisceglia Broth- 
ers, purchased from the Association the “Greystone” Winery. The 
contract of sale and deed do not purport to convey any trade-marks 
or good-will. This partnership, hereinafter referred to as the 


California Bisceglias, did not operate this winery for many years 
nor did it attempt to use the “Greystone” mark until 1933. 

In 1929 several wine manufacturing concerns in California, in- 
cluding the Association, but not the California Bisceglias, pooled 
their property and formed the appellant, Fruit Industries, Ltd. As 
a result, the appellant acquired title, among other things, to the 
“Greystone” trade-mark, and also to approximately 18,000 bottles 


of “Greystone” wine. Appellant took all necessary steps to keep 
the “Greystone” trade-mark alive in the United States Patent Office 
throughout Prohibition, and, since repeal it has been engaged in 
continuous litigation and negotiations in order to retain its title to 
the “Greystone” trade-mark and its right to the exclusive use 
thereof. 

Late in 1932 and early in 1933, when it became evident that 
Prohibition would be repealed certain of the concerns which had 


consolidated into the appellant, including the Association, desired 
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to withdraw from the appellant. In June, 1933, the Association 
filed suit to recover all of its property including its trade-marks, 
among which was the “Greystone” mark, its pooled wine, real 
property, etc. Pending the outcome of this suit, all of appellant’s 
“Greystone” and other pooled wine, formerly belonging to the 
Association, was impounded by the court. This litigation which 
involved three suits lasted for two years, until June, 1935, when the 
impounding order was lifted. 

In the meantime the California Bisceglias were trying in every 
possible way to usurp appellant’s right to the “Greystone” trade- 
mark. They registered it in the United States Patent Office in 1933. 
This registration the appellant succeeded in having cancelled in 
1934. Continuous negotiations between the California Bisceglias 
and the appellant were carried on until March, 1936, when the ap- 
pellant finally filed suit against them for infringement of the 
“Greystone” trade-mark, demanding an accounting of profits and 
damages. This litigation was finally compromised in October, 1936, 
when an agreement was entered into between the appellant and the 
California Bisceglias under which the appellant withdrew its suit 
and the California Bisceglias assigned to the appellant all their 
right in the trade-mark “Greystone” or “Graystone” including two 
registrations thereof in Pennsylvania, dated June 21, 1933, and 
February 6, 1936, respectively. (The latter registration had been 
obtained by the appellee.) 

However, this settlement of the suit with the California Bis- 
ceglias did not, contrary to appellant’s expectation, end its troubles, 
for it then found that “Greystone” wines were still being sold in 
Pennsylvania by the appellee, a corporation named “Bisceglia 
Brothers,” but claiming to have no connection with the California 
Bisceglias. 

The appellee is the successor to a wine distributing business 
originally conducted by one Edward Black, and then by his widow 
as “Edward Black’s Estate.” However, even when Black (or his 
widow) was conducting the business it was known as “Bisceglia 
Bros.” which name had been registered since 1929 under the Penn- 


sylvania Fictitious Names Act. For the sake of clarity, we shall 
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refer to the appellee and its predecessors as the Pennsylvania Bis- 
ceglias, although it is alleged that no one of that name is interested 
in them. 

The Pennsylvania Bisceglias ever since December, 1933, have 
been selling “Greystone” wines which were manufactured and 
shipped to them by the California Bisceglias. The labels on such 
wine, besides bearing the word “Greystone,” bore the words in large 
print, ““Manufactured by .... Bisceglia Bros. . . . San Jose, Cali- 
fornia.” In very small letters, the words “Edward Black” or 
“Edward Black Est.’’ appeared on the labels but never during the 
years 1933 to 1936, inclusive, did there appear upon them any men- 
tion of the Pennsylvania Bisceglias in any form, nor was the con- 
nection of Edward Black or his estate with the wine anywhere in- 
dicated. 

In August, 1935, the Pennsylvania Bisceglias were incorporated 
and Mr. Margolis, who married Edward Black’s widow, became 
president of the corporation. It does not appear in the briefs just 
who owned the beneficial interest in the stock of this corporation, 
but Alphonse Bisceglia testified that neither he nor any of the 
California Bisceglias had any interest in the Pennsylvania Bis- 
ceglias, and that none of the Pennsylvania Bisceglias had any in- 
terest in the California Bisceglias, though the credibility of this 
testimony seems to be weakened by other evidence. 

If there was no connection between the Pennsylvania and Cali- 
fornia Bisceglias, it seems strange that the Pennsylvania Bisceglias 
on February 6, 1986, were able to obtain registration in Pennsyl- 
vania of the “Greystone” name when the word “Graystone” had 
been registered in that state by the California Bisceglias since 1933. 
It is also interesting at this point to note that in the compromise 
agreement of October, 1936, the registration of “Greystone” by the 
Pennsylvania Bisceglias was purportedly conveyed to the appellant 
by the California Bisceglias. 

In April, 1936, Alphonse Bisceglia, of the California Bisceglias, 
came East and told Margolis, with whom he was very “friendly,” all 
about the negotiations and litigation between the appellant and the 
California Bisceglias. He also allegedly made some objection to 





186 TWENTY-NINTH TRADE-MARK REPORTER 


Margolis concerning the use of the word “Greystone” by the Penn- 
sylvania Bisceglias. However, upon returning to California, in 
July, 1936, he wrote to the Pennsylvania Bisceglias conceding to it 
“Exclusive right of the Greystone label in Pennsylvania,’ and urg- 
ing it to “proceed with an extensive advertising campaign on the 
‘Graystone’ brand.” It is not without significance that the California 
Bisceglias so acted at a time when they were being sued by the ap- 
pellant for infringement of the “Greystone” trade-mark, at a time 
when negotiations for settlement of such suit were in progress and 
just a few months prior to the actual compromise of such suit. 
Alphonse Bisceglia admitted that he was fearful of signing the 
compromise agreement after the above dealings with the Pennsy!]- 
vania Bisceglias, and that he signed only after his attorney assured 
him that the contract transferred only the present interest of the 
California Bisceglias in the “Greystone” trade-mark and relieved 
them of all liability “for the acts of third parties acting independ- 
ently and not under understanding or agreement with” them. 


When “Greystone” wines continued to be sold in Pennsylvania 


by the Pennsylvania Bisceglias, the appellant wrote to the Liquor 


Control Board of that commonwealth, informing it of the negotia- 
tions, litigation and compromise agreement between it and the Cali- 
fornia Bisceglias, and claiming exclusive right to the “Greystone’’ 
name. The Board thereupon ceased taking orders of “Greystone” 
wine from the Pennsylvania Bisceglias until March, 1937, when 
they effected satisfactory indemnity arrangements pending the de 
termination of the rights of the respective parties. In February, 
1937, the Pennsylvania Bisceglias instituted the present suit. 

The District Court, among other things, found that the Penn- 
sylvania Bisceglias had marketed and advertised “Greystone” wines 
in Pennsylvania since December, 1933; that the appellant knew that 
“Greystone” wines, not its product, were being sold in Pennsylvania 
since early in 1934; that the appellant did not address any objec- 
tions to the Pennsylvania Bisceglias concerning their use of the 
“Greystone” name until January or February of 1937 and had made 


no attempt to market or advertise “Greystone” wines in Pennsyl- 
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vania between December, 1933, and January, 1937, approximately 
three years. 

From these bare facts, the District Court drew the following in- 
ferences: (1) that the appellant acquiesced in the use by the Penn- 
sylvania Bisceglias of the “Greystone” name; (2) that the appellant 
intended to abandon that name in Pennsylvania, and (3) that the 
appellant was guilty of laches in protecting its rights to that name. 
From these inferences of fact, the learned trial judge drew the fol- 
lowing conclusions of law: 

Defendant has by its conduct and its failure to project its business in 
this state, and having an equal opportunity, evidenced an intent to abandon, 
and is by its laches and acquiescence precluded from preventing the plain- 
tiff from enjoying the benefits of its trade and good-will in Pennsylvania 
which it has built up at great expense. 

Before examining the above conclusion of law, it must be noted 
that the inferences upon which it is based are questions, not of 
“evidentiary” but of “ultimate,” facts which are not binding upon 
this court. Helvering v. Tex-Penn Co., 300 U. S. 481. 

After examining the record it seems evident that the appellant 
never intended to abandon its right in the “Greystone” name, that 
it never consciously acquiesced in the use thereof by the Pennsyl- 


vania Bisceglias, and that it was not, under the circumstances, guilty 
of laches in protecting its rights thereto. It is obvious that none of 
these inferences would have been drawn if the appellee in this case 
had been the California Bisceglias rather than the Pennsylvania 


Bisceglias, for the constant negotiations and litigation existing be- 
tween the appellant and the California Bisceglias conclusively nega- 
tives any such inferences. Is then the fact that the appellee is 
the Pennsylvania Bisceglias conclusive of the interpretation to be 
given the appellant’s actions? If the Pennsylvania Bisceglias had 
shown that the appellant knew or reasonably should have known 
that they were independent of, and separate from the California 
Bisceglias, then it might be that the failure of the appellant to 
protest to them concerning their use of the “Greystone’’ name, 
evidenced an intention to abandon to them the ““Greystone’’ name, or 
evidenced an acquiescence in such use, or was evidence of laches. 
However, it clearly appears that the appellant believed that the 
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Pennsylvania Bisceglias were identified with, the agent of, or in 
some way closely connected with the California Bisceglias, and when 
all the evidence is considered, the conclusion is inescapable that they 
were closely connected and that the Pennsylvania Bisceglias knew 
what was going on between the California Bisceglias and the appel- 
lant. The Pennsylvania Bisceglias adopted as their name “Bisceglia 
Brothers” which for years had been the legal name of the California 
Bisceglias (and we wonder why they adopted this particular name) ; 
they bottled and sold the wines of the California Bisceglias; for the 
years 1933 to 1937 they carried the name “Bisceglia Brothers . 
San Jose, California,” prominently on the label, without any indica- 
‘ tion that there was a “Bisceglia Brothers” of Philadelphia, Penn- 
sylvania; they sold “Greystone’’ wines at a time when the word 
“Graystone” was registered as a trade-name in Pennsylvania by the 
California Bisceglias; the labels on the bottles frequently contained 
a picture of the “Greystone” winery in California which one of the 
appellant’s predecessors, the Association, had conveyed to the Cali- 
fornia Bisceglias, and the certificate of registration of the fictitious 
name “‘Bisceglia Bros.,” filed by Edward Black, designated the 
business to be carried on as a “bonded winery agency.” Indeed, if 
the Pennsylvania Bisceglias were actually separate from, and inde- 
pendent of the California Bisceglias, there was nothing on the face 
of things which would have led a reasonably prudent man to suspect 
that fact. 

Under these circumstances the failure of the appellant to protest 
to the Pennsylvania Bisceglias of their use of the “Greystone” name, 
when it was vigorously protesting to the California Bisceglias, can 
not be said to be any evidence of an intent to abandon the “Grey- 
stone’”’ name in Pennsylvania, of any acquiescence in the use of that 
name by the Pennsylvania Bisceglias, or of laches. 


This brings us to the bare question here involved: There being 


no evidence of an intent to abandon and no evidence of acquiescence 
in the use of the trade-mark by the appellee, does the fact that the 
appellant did not use the trade-mark in Pennsylvania from Decem- 
ber, 1988, to January, 1937, under the facts and circumstances of 
this case, constitute an abandonment of it as a matter of law? This 
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question must be answered in the negative, for “in the absence of in- 
tentional abandonment, mere disuse will not destroy trade-mark 
rights” and “abandonment is not shown, even by numerous infringe- 
ments, in the absence of the owner’s acquiescence.” 63 C. J. 524, 
525; Beech-Nut Packing Co. v. P. Lorillard Co., 299 Fed. 834; 
affd. 7 F. (2d) 967; affd. 269 U. S. 551 [17 T.-M. Rep. 159]; 
Anheuser-Busch Inc. v. Budweiser Malt Products Corp., 287 Fed. 
243; affd. 295 Fed. 306 [15 T.-M. Rep. 103]; Edward § John 
Burke v. Bishop, 175 Fed. 167. 

Furthermore, the appellant, being a cooperative enterprise, 
financed by the Farm Credit Administration, a federal agency, could 
not sell any wines to the Pennsylvania Liquor Control Board in late 
1933 or early 1934, for, under the federal fiscal regulations, the ap- 
pellant was required to discount all paper given in payment for its 
products, and the paper of the Board was not then acceptable for 
discount. From 1934 to late in 1936 its right to the “Greystone” 
name was in almost constant litigation with the Association and the 
California Bisceglias. Within a few months after the settlement with 
the California Bisceglias, the appellant made attempts to revive its 
market of “Greystone” wines in Pennsylvania. Clearly no inten- 
tional abandonment of the name resulted or can be inferred under 
these circumstances. 

The District Court laid much stress on the fact that the Penn- 
sylvania Bisceglias had expended large sums in advertising the 
“Greystone” name, but this they did with their eyes wide open and, 
under the evidence in this case have no one to blame but themselves. 

However, even though these expenditures were made innocently, 
they do not under the circumstances invest the Pennsylvania Bis- 
ceglias with the right to appellant's property. 63 C. J. 574; Straus 
v. Notaseme Hosiery Co., 240 U. S. 179 [6 T.-M. Rep. 103]. 

It seems to me that the decree of the District Court should be 
reversed and the cause remanded with instructions to dismiss the 
bill of complaint. 





190 TWENTY-NINTH TRADE-MARK REPORTER 


Tue Bayer Company, Inc. v: Davin SHoyver, Harotp N. NEwMAN 
AND GreorGE Newman, individually and as co-partners doing 


business as SHOYER AND NEWMAN 


United States District Court, Eastern District of Pennsylvania 


February 28, 1939 


Trapve-Marks—Prorerty RicgHt—Purrose or Prorecrion. 

A trade-mark is a valuable property right and the trade-mark law 
has two fundamental principles: One, protection to the owner of the 
mark against injury to the good-will represented thereby; and the other, 
protection to the public. 

Trape-Mark INFRINGEMENT AND Unrair Compettrion— Use or Trape-Mark 
on RepacKkep ARTICLE. 

There is nothing in the law to prevent anyone from breaking a pack- 
age containing a trade-marked article and selling it either in bulk or 
divided or repacked. Moreover, a repacker may use the manufac- 
turer’s trade-mark on such repacked containers. 

Trave-Mark INFRINGEMENT AND Unrair Competirion—UseE or TrapeE-Mark 
on RepackacGep Goops—DiIstiINGuIsHING Norice REQUIRED. 

It is well settled that, if the repacker uses the original trade-mark 
on his goods, he must use therewith a statement which will, with adequate 
clarity and detail, disclose the fact of the repackaging, so that the public 
may know that the product has passed through other hands. 

Unram Competition—Use or A Stmivar Laset on REPACKAGED Goops—Dis- 
TINGUISHING STATEMENT AND COLOR. 

Where defendants divided the original packages containing plaintiff's 
“Bayer Aspirin” tablets and repacked them in their own containers, 
they were required to display on their labels a statement that the prod- 
uct had been repacked, that there was no connection between plaintiff 
and defendants, all the words to be in letters of the same size, color, 
type and general distinctiveness. Moreover, defendants were required 
to differentiate their packages and labels from plaintiff's in general ap- 
pearance, color and design. 

Unram Competition—ImiratinG Oricinat LABEeLts oN REPACKAGED Goons 
—MIsLEapING ADVERTISING. 

Defendants, repackers of the original “Bayer Aspirin,” in using 
thereon the “Bayer Cross” trade-mark, in displaying the words “Bayer’s 
Aspirin” in large, bold type, with the words “wholly independent of,” 
in smaller letters and in using advertising placards bearing the same 
statements held guilty of unfair competition. 

Unrair CoMPEtTITION—ADULTERATION OF Propuct. 

Plaintiff's charge that defendants adulterated products, in that 
foreign matter, such as dirt, hair, etc., were found in the product after 
repacking, held not supported by the evidence, as the Federal Food, 
Drug and Cosmetic Act is not applicable in the instant case. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Injunction granted. 
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C. Russell Phillips, David Rasch, and Edward S. Rogers, all of 
New York City, for plaintiff. 

Michael Edelman, and A. Jere Creskoff, both of Philadelphia, 
Pa., for defendants. 


Katopner, J.: Complainant, in an equity suit involving trade- 
mark infringement and unfair competition, seeks to restrain the de- 
fendants from advertising and selling the plaintiff's product—Bayer 
Aspirin Tablets—under labels alleged to simulate those of the 


plaintiff, and alleged to bear plaintiff's two trade-marks “Bayer” 


and the “Bayer Cross,” the latter a circular symbol upon which the 
word “Bayer” appears twice in the form of a cross. 

After hearing upon a rule to show cause why a preliminary 
restraining order should not issue, Judge Kirkpatrick, in this dis- 
trict, allowed a preliminary injunction restraining the use of the 
two trade-marks, except for the following qualification: 


Provided, however, that nothing herein shall prevent the defendants 
from repackaging and reselling genuine tablets of plaintiff's manufacture, 
purchased by the defendants in the open market, and from stating such fact 
upon boxes or containers which do not simulate those used by the plaintiff, 
substantially as follows: 


“Contents are genuine Bayer Aspirin repacked by Shoyer and New- 
man, not authorized by and not connected with The Bayer Co., Inc.” 


The words “Bayer Aspirin” to be printed on the same line as the words 
“repacked by Shoyer and Newman” and the words “not connected with” to 
be printed on the same line as the words “The Bayer Co., Inc.”; every word 
in said statement to be in letters of the same size, color, type and general 
distinctiveness, and the defendants to make no use of the word “Bayer” 
except as a part of said statement; neither shall the defendant make use of 
said word “Bayer” upon any window strips, display cartons, post cards, 
circulars, pamphlets or other devices, except as part of the statement above 
referred to, or of a similar statement adapted to those types of advertise- 
ment, which shall be in form, color, type, ete., generally as above specified. 


At the trial of this case, defendant offering no evidence, the 
allegations of the bill of complaint were in general established. 
There is, indeed, no dispute as to the fundamental facts. 

Plaintiff, The Bayer Co., manufactures and sells enormous 
quantities of aspirin tablets throughout the United States and spends 
millions of dollars in extensive advertising. It has registered and 


owns the trade-marks ‘Bayer’ and the “Bayer Cross.” The pack- 
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aging is distinctive in type, displaying a brown and yellow color com- 
bination, with the word “Genuine” printed in red, and bearing the 
trade-marks “Bayer” and the “Bayer Cross.” 

The complaint is that the defendants buy hundred-tablet bot- 
tles of aspirin put out by the plaintiff and rebottle the product into 
small vials containing four tablets each. Upon the vials is a brown 
and yellow label, which reads as follows: 

BAYER ASPIRIN A Wholly independent of 
Repacked in Phila. by BAYER THE BAYER CO., Inc., N. Y. 
Shoyer & Newman . Dose: 1 or 2 tablets with water 
and the center of the label is the Bayer Cross, dividing the two 
columns of printed matter. The words “Bayer Aspirin” are in the 
largest type; the words “The Bayer Co., Inc. N. Y.” are in the 
next largest type, then follow in the order named (in point of 
size) “Shoyer & Newman,” “repacked in Phila. by,” and “Wholly 
independent of.” 

Testimony was introduced by the complainant to show that the 
plaintiff's and defendants’ labels were confusingly similar, and that 
the buying public is or is likely to be deceived into thinking that it 
is purchasing the product packed by the plaintiff when it buys the 
defendants’ rebottled product. The witnesses were not retail pur- 
chasers, but rather wholesale purchasers and retail sellers. 


It is conceded that the defendants’ vials contain genuine Bayer 


Aspirin tablets. There was, however, testimony to the effect that 
in the process of repacking, foreign matter, such as dirt, hair, and, 
in one case, a small piece of glass, were present in the defendants’ 
vials. 

The complainant’s position is this: 


(a) The foreign matter contained in defendants’ vials make out a case 
of adulteration under Section 501 of the Federal Food, Drug and Cosmetic 
Act of 1938; wherefore, under the authority of Lysol, Inc. v. Montgomery, 
23 F. (2d) 682, the defendant should be enjoined from using any trade- 
mark of the plaintiff upon any product the defendant sells or offers for 
sale. 

(b) Aside from the fact of adulteration, defendants may make no use 
of the plaintiff's trade-marks without the latter’s consent. For this proposi- 
tion, plaintiff relies upon the Federal Trade-Mark Act of February 20, 1905, 
15 U. S. C. A. 96, and upon cases cited in its brief. 
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(c) Because of the character of the defendants’ label, and the difference 
in the size of the lettering of various statements thereupon, the buying 
public is not adequately apprized that the plaintiff is not responsible for 
the packaging, and buys the defendants’ product under the impression that 
it is one put out by the plaintiff; wherefore, the use of the present label 
should be enjoined. 


The defendants’ position is this: 


(a) It is willing to desist from using the “Bayer Cross” trade-mark. 

(b) The defendants’ label, in spite of the utilization of large and small 
lettering, adequately informs the public of the fact of rebottling, and the 
public is not misled or deceived. 


Discussion 


The only question presented for serious consideration is the 
manner in which and the extent to which defendants may use the 
trade-mark “Bayer” in the labels on the repacked containers of 
Bayer Aspirin tablets. 

It is well settled, since Coty v. Prestonettes, 264 U.S. 359, that 
there is nothing in the law to prevent one from breaking a package 


containing a trade-marked article and reselling it either in bulk or 
divided, and repacked. 

It is equally well settled that the repacker or rebottler may use 
the manufacturer’s trade-mark upon such repacked containers: 
Prestonettes, Inc. v. Coty, 264 U. S. 359 [18 T.-M. Rep. 135]; 
Russia Cement Co. v. Frauenhar, 183 Fed. 518; but if he does so, 
then he must couple that use with a statement to the public which 
will, with adequate clarity and detail, disclose the fact of the re- 
bottling or repackaging, so that the public may know that the prod- 
uct has passed through other hands: Singer Manufacturing Co. v. 
June Manufacturing Co., 163 U. S. 169, 41 L. Ed. 118; L. E. 
Waterman Co. v. Modern Pen Co., 198 Fed. 242 [2 T.-M. Rep. 
349]; Prestonettes, Inc. v. Coty, supra; B. B. & R. Knight, Inc. et 
al. v. W. L. Milner & Co., 288 Fed. 816 [13 T.-M. Rep. 8]. A 
trade-mark is a valuable property right, and the Trade-Mark Law 
has two fundamental principles underlying it: one, protection to 
the owner of the trade-mark against injury to the good-will 
represented by that trade-mark, and the other, protection to the 
public, to the extent that it may not be misled into buying an article 
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which, because of its trade-mark, it identifies with a particular manu- 
facturer, when in fact the article is manufactured or repacked by 
another: Coty v. Prestonettes, Inc., 285 Fed. 501, 513 [12 T.-M. 
Rep. 405]. 


By a process of evolution, moulded by the exigencies and varied 


nature of the numerous cases arising under this phase of the law, a 
more or less specific rule has been formulated, by judicial decisions, 
with regard to the character and physical aspects of the informative 
statement to the public that must be displayed upon the label of the 
repacker or rebottler. The statement must reveal that the product 
has been repacked, and that there is no connection between the 
manufacturer and the repacker; in order that the public may have a 
fair chance to read the entire label, all the words are required to be 
in letters of the same size, color, type, and general distinctiveness: 
Semler v. Kirk, U.S. D. C., March Term, 1936, No. 9421 [28 T.-M. 
Rep. 81]. The rule and the requirements of the statement have 
been applied to advertising media as well as to labels. Some cases 
go further and require a certain juxtaposition of the trade-mark 
and the name of the repacker, and of other printed matter, as did 
the preliminary decree in this case: Coty, Inc. v. Parfums De Grand 
Luze, Inc., et al., 292 Fed. 319, affirmed id, 298 Fed. 865 [ 14 T.-M. 
Rep. 185], certiorari refused, Parfums De Grand Luze, Inc., et al. 
v. Coty, Inc., 266 U. S. 609. 

The rule against misleading the public further operates to 
restrain a repacker from using packages and labels so similar in 
general appearance, color, design, etc., to that of the manufacturer 
or trade-mark owner, as to prevent the potential purchaser from dis- 
tinguishing the two. This similarity may be effected by imitating 
color design arrangement of printed matter, the use of drawings, 
and so on. 

Tested by the above criteria, it is evident that the defendants’ 
label falls short of the established standard. It uses the same color 
scheme as the plaintiffi—brown and yellow; it uses the “Bayer 
Cross” trade-mark; far from using words in letters of the same 
size, type, and general distinctiveness, it displays the words “Bayer 


Aspirin” in large bold type, while on the other hand, the words 
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“Wholly independent of” are so small as to be almost indistinguish- 


able, and are certainly not likely to be read on casual inspection. 
The same criticism, though to a lesser degree, is applicable to the 
words ‘““Repacked in Phila. by.” The advertising placards used by 
the defendants are objectionable in the same way. The defendants 
have thus been guilty of unfair competition, and the use of the label 
and the placards will be enjoined, and any placards and labels 
employed by the defendants in the future must conform to the rule 
herein enunciated. 

I do not, however, consider the plaintiff's position that the de- 
fendants adulterate its product to be supported by the evidence. 
The definition of adulteration contained in the Federal Food, Drug 
and Cosmetic Act is not applicable here, since this is not a proceed- 
ing under that statute; nor is Lysol, Inc. v. Montgomery, supra, 
applicable upon this point, since the adulteration adverted to in 
that case consisted of an actual change in the chemical composition 
of the product there involved. It is undesirable, of course, that 
foreign matter should be discovered in bottles of aspirin tablets, but 
I am not aware that the law has ever gone to the extent of forbid- 
ding the use of a trade-mark on that ground. Indeed, it is because 
of the possibility of such inferiority in a repacked article of com- 
merce that the repacker has been compelled to advertise to the 
public his independence from the manufacturer of the product, so 
that the latter’s good-will and reputation may not suffer. That 
protection the law affords to the manufacturer, but no more. As 
Mr. Justice Holmes remarked in Coty v. Prestonettes, supra, if the 
repacked article is inferior, the public will soon find out. Other 
cases relied on by plaintiff on this point are inapplicable. 

Nor am I in accord with the plaintiff's contention that Section 
16 of the Trade-Mark Act, 16 U. S. C. A. 96, either alone or read 
in conjunction with Old Dearborn Distributing Co. v. Seagram Dis- 
tillers Corp., 299 U. S. 183 [27 T.-M. Rep. 3], and other cases 
cited by the plaintiff, operate to forbid defendants’ use of the plain- 
tiff’s trade-mark under any circumstances. 

I consider that the section referred to does not apply to cases 


where a repacker sells the manufacturer’s genuine product, but 
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rather to cases where one sells, under the trade-mark of another, a 
product not manufactured or put out by the owner of the trade-mark. 
As was stated in Prestonettes, Inc. v. Coty, supra, page 368-9: 


Then what new rights does the trade-mark confer? It does not confer 
a right to prohibit the use of the word or words. It is not a copyright. 
The argument drawn from the language of the Trade-Mark Act does not 
seem to us to need discussion. A trade-mark only gives the right to 
prohibit the use of it so far as to protect the owner’s good-will against the 
sale of another’s product as his. United Drug Co. v. Theodore Rectanus 
Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1]. There is nothing to the contrary in 
Bourjois and Co. v. Katzel, 260 U. S. 689 [13 T.-M. Rep. 69]. There the 
trade-mark protected indicated that the goods came from the plaintiff in 
the United States, although not made by it, and therefore could not be put 
upon other goods of the same make coming from abroad. When the mark 
is used in a way that does not deceive the public, we see no such sanctity in 
the word as to prevent its being used to tell the truth. It is not taboo. 
Canal Co. v. Clark, 138 Wall, 311, 327. 

If the name of Coty were allowed to be printed in different letters from 
the rest of the inscription dictated by the District Court, a casual purchaser 
might look no further and might be deceived. But when it in no way stands 
out from the statement of facts that unquestionably the defendant has a 
right to communicate in some form, we see no reason why it should not be 
used collaterally, not to indicate the goods, but to say that the trade-marked 
product is a constituent in the article now offered as new and changed... . 


Nor does Old Dearborn Distributing Co. v. Seagram, supra, 
support the plaintiff's position in this regard. See the opinion in 
Semler v. Kirk, supra, decided in this District by Judge Maris, now 
a member of the Circuit Court of the United States for the Third 
Circuit. Other cases cited by the plaintiff are readily distinguish- 
able from the instant case. 

It may be mentioned in passing that Bourjois & Co., Inc. v. 
Katzel, 275 Fed. 539 [11 T.-M. Rep. 211], cited by the defendants, 
has been reversed by the Supreme Court of the United States (Bour- 
jois & Co., Inc. v. Katzel, 260 U. S. 689). While Apollinaris Co. 
v. Scherer, 27 Fed. 18, was not mentioned in that decision, it would 
seem to fall by the ruling of the Supreme Court; see annotation to 
the case of Bourjois & Co., Inc. v. Katzel in 26 A. L. R., page 570. 
A careful analysis of all the cases cited by the defendants discloses 
that they either do not govern the disposition of the question here 
presented, or are not contrary to the rules here enunciated. 
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I make the following 


Findings of Fact 


1. At the time this action was commenced, and for many years 
prior thereto, plaintiff, The Bayer Co., Inc., was, and still is, a 
corporation organized and existing under and by virtue of the laws 
of the State of New York. 

2. At the time this action was commenced, and for some time 
prior thereto, the defendants, David Shoyer, Harold N. Newman 
and George Newman, were and still are, citizens of the State of 
Pennsylvania and residents and inhabitants of the City of Phila- 
delphia, in the Eastern District of Pennsylvania where, as co- 
partners, they were, and still are, doing business under the firm name 
and style of Shoyer and Newman. 

8. This is a suit under the Trade-Mark Laws of the United 
States, viz. the Act of February 20, 1905, as amended (15 U. S. 
C. A. 81-109), and is a suit of a civil nature between citizens of dif- 
ferent states wherein the amount in controversy, exclusive of interest 
and costs, exceeds the sum or value of Three Thousand Dollars 
($3,000). 


4. The court has jurisdiction of the parties and of the subject 
matter of this suit. 


5. For many years plaintiff has been the owner of trade-marks 
consisting of the word ‘Bayer’ and the word “Bayer” arranged in 
the form of a cross, applied by it to ““Aspirin’’ produced and sold by 
it generally throughout the United States. 

6. Plaintiff’s said trade-marks have been duly registered under 
the Act of Congress of February 20, 1905. 

7. In addition, plaintiff for many years has used for its goods 
packages of distinctive brown and yellow color, design and ap- 
pearance, bearing plaintiff's said trade-marks, and the word “Genu- 
ine” printed red in a distinctive script type, the same as “Plaintiff's 
Exhibit A, Plaintiff's Package,” filed with the Bill of Complaint. 

8. Plaintiff has widely used said trade-marks and distinctive 


package and, at a cost of many millions of dollars, has extensively 
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advertised its product and its said trade-marks and package, 
whereby the same have been brought to the attention of the public 
throughout the United States. 

9. Plaintiff’s said trade-marks and package are well known to 
the public and plaintiff's goods are recognized by said trade-marks 
and package. 

10. Plaintiff's said trade-marks and package designate and iden- 
tify to the public that the goods in connection with which they are 
used and the packages in which they are contained come from the 
plaintiff and are authorized and legitimate packages put out by the 
plaintiff. 

11. Plaintiff in the past five years has sold over 250 million 
packages of its product. 

12. Plaintiff’s trade-marks and package are of great value to it. 

18. Defendants have purchased plaintiff's 100 tablet size pack- 
age of ‘Aspirin,’ and without the license or permission of plain- 
tiff, have broken the packages, and have placed four of the tablets 
in vials to which they have attached a brown and yellow label bear- 
ing the name “Bayer” and the “Bayer Cross,” the same as “Plain- 
tiff’s Exhibit C, Defendants’ Vial.” 

14. Defendants have sold the vials so labeled to dealers who 
have sold them to the public. 

15. Defendants have reproduced the Bayer Cross on their 
labels in the identical manner in which it is printed on plaintiff's 
package, using the same type, brown background and circle which 
are used by the plaintiff. 

16. Defendants’ labels deceptively imitate plaintiff's distinctive 
package in color and appearance. 

17. Defendants have advertised their product by means of dis- 
play cards and window strips furnished to dealers, upon which are 
printed the name “Bayer,’ and “Bayer Cross’ and the word 
“Genuine” in red script type, the same as “Plaintiff's Exhibit D, 
Defendants’ Display Card,” and “Plaintiff's Exhibit E, Defendants’ 
Window Strip,” attached to the Bill of Complaint. Said window 


strips, which are brown and yellow in color, and said display cards 








BAYER CO. V. SHOYER AND NEWMAN 199 


also contain an identical reproduction of the face of plaintiff's 
package. 

18. Defendants use letterheads which contain an identical repro- 
duction of the “Bayer Cross” as used by plaintiff on its packages, 
and business cards which also contain plaintiff's trade-mark 
“Bayer,” the same as “Plaintiff's Exhibit F, Defendants’ Letter- 
head,” and “Plaintiff's Exhibit G, Defendants’ Business Card,” at- 
tached to the Bill of Complaint. 

19. Defendants’ use of plaintiff's trade-marks and simulation of 
its package tend to confuse and deceive the public and are calculated 
to create the impression and to lead the public to believe that the 
package as thus marketed by the defendant is put out by and comes 
from the plaintiff. 

20. Plaintiff’s trade-marks are used in interstate commerce and 
defendants’ packages are likewise sold in interstate commerce. 

21. The conduct of the defendants has damaged the plaintiff, 
and plaintiff has no adequate remedy at law. 


I make the following 


Conclusions of Law 


1. Plaintiff’s registered trade-marks “Bayer” and the “Bayer 
Cross” are valid and subsisting. 

2. The packages used by plaintiff for its product, as shown by 
“Plaintiff's Exhibit A, Plaintiff's Package,’ filed with the Bill of 
Complaint, identifies to the public the product of the plaintiff. 

3. Defendants’ methods as above found infringe plaintiff's 
trade-marks and constitute unfair competition. 

4. Plaintiff is entitled to an injunction restraining the de- 
fendants from using the word “Bayer” or the “Bayer Cross’ trade- 
mark or any like word or cross or any simulation of plaintiff's pack- 
ages or labels upon or in connection with any product sold by the 


defendants whether or not such product be manufactured by the 
plaintiff, provided, however, that nothing herein contained shall 


prevent the defendants from repackaging and reselling genuine 
tablets of plaintiff’s manufacture, purchased by the defendants in 
the open market, and from stating such fact upon boxes or con- 
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tainers which do not simulate those used by the plaintiff, sub- 
stantially as follows: 


Contents are genuine Bayer Aspirin repacked by Shoyer and Newman, 
not authorized by and not connected with The Bayer Co., Inc. 

The words “Bayer Aspirin” to be printed on the same line as 
the words “repacked by Shoyer and Newman” and the words “not 
connected with” to be printed on the same line as the words “The 
Bayer Co., Inc.’’; every word in said statement to be in letters of 
the same size, color, type and general distinctiveness, and the de- 
fendants to make no use of the word “Bayer” except as part of said 
statement; neither shall the defendants make use of said word 


“Bayer” upon any window strips, display cartons, post cards, cir- 


culars, pamphlets or other devices, except as part of the statement 
above referred to, or of a similar statement adapted to those types 
of advertisement, which shall be in form, color, type, etc., generally 


as above specified. 
The preliminary injunction issued by Judge Kirkpatrick in this 
case seems to me adequately and fairly to meet the requirements of 


the situation. A final decree in similar form may be presented. 





Piovenu, Inc. v. IntTERciTY Orn CoMPANY, ET AL. 
United States District Court, Eastern District of Pennsylvania 


February 17, 1939 


Trape-Marks—Descriptive TERMS. 

A descriptive mark is not a good trade-mark in common law and its 

registration does not create any substantive rights in the user. 
Trapve-Marxks—“Ever Reapy’—REeEGIsTRATION IN THE PatTeNT OFFICE 
PresuMPTION OF VALIDITY. 

Numerous registrations of the words “Ever Ready” in the Patent 
Office as a trade-mark for various goods creates a strong presumption 
of its validity as a proper trade-mark under the Act. 

Trape-Marxs—“Ever Reapy” on Lusricatinc O1r—Non-Descriptive Tero. 

The words “Ever Ready” used as a trade-mark for lubricating oils 

held non-descriptive and, therefore, a valid trade-mark. 
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Trape-MarKxs—Heavy Om anp Licgut Om Usep ror Luspricatinc—Goops or 
Same Descriprive Properties. 

An oil derived from base crude petroleum and used for lubricating 
heavy machinery held to have the same descriptive properties as an oil 
similarly derived and used to lubricate small or light machinery. 

[rapE-Mark INFRINGEMENT—UNFAIR CompetTITION—‘Ever ReEapy”’—UseE 
on Retatep Goops—INJUNCTION. 


The use by defendants of the words “Ever Ready” as a trade-mark 
for lubricating oil for heavy machinery after notice of plaintiff’s use of 
the same mark for lubricating oil for light machinery held infringement 
and unfair competition, and an injunction was granted. 

Howson and Howson (Kennard N. Ware, of counsel), all of 
Philadelphia, Pa., for plaintiff. 

Caesar and Rivise (A. D. Caesar, of counsel), all of Philadel- 
phia, Pa., for defendants. 


We su, D. J.: The plaintiff, Plough, Inc., filed its bill of com- 
plaint to enjoin the Intercity Oil Company and the Eveready Oil 
Company from using the name “Eveready” in connection with the 
manufacture and sale of motor oils and greases, and for damages 
resulting from the alleged infringement of the plaintiff's registered 
trade-mark, “Ever Ready,’ under which it distributes a lighter 


lubricant. Plaintiff also seeks to restrain the defendant, Eveready 


Oil Company, from using the same word as a part of its corporate 
title. 


In 1922 the plaintiff began the manufacture and sale of a light 
oil lubricant under the brand name, “Ever Ready” which was regis- 
tered and classed among “oils and greases” in the United States 
Patent Office. The product has always been marketed in a small 
hand-size can with spout attached and was adapted chiefly to the 
cleaning and lubrication of small machinery, such as sewing ma- 
chines, bicycles, lawnmowers and possibly certain automobile parts. 
It is not designed for use as a motor oil, nor for machinery requir- 
ing a heavy lubricant. Starting in 1932 the defendants engaged 
in the business of producing and selling motor oils and heavy greases 
in bulk and in large containers. They adopted “Eveready” as their 
trade-mark and developed an extensive distribution in Eastern 
Pennsylvania and the adjoining states. At the time of the regis- 
tration, the plaintiff, Plough, Inc., traded as the “Ever Ready 
Company” for the purpose of distributing its “Ever Ready’’ prod- 
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ucts, which fact is indicated in the certificate of registration. De- 
fendants assumed the name “Eveready Oil Company” for a similar 
purpose, the Intercity Oil Company being the parent and producing 
company. 

Plaintiff contends that the defendants’ action, in adopting and 
using the name “Eveready” in its corporate title and as a brand 
name in the sale of lubricants, constitutes unfair competition and 
an infringement of the plaintiff's proprietary rights acquired by 
prior use and under the certificate of trade-mark registration. De- 
fense is made on the grounds that the name “ever ready” is descrip- 
tive and therefore the plaintiff's registration is invalid, that the 
products of the respective parties are non-competing, they are es- 
sentially different in purpose and use, and are sold in different 
markets for distinctive purposes. Several issues are thus presented, 
but the controlling question is: Whether the plaintiff by its use and 
registration of the trade-name “Ever Ready” as applied to a light 
lubricant sold in small packages, has so pre-empted the name as to 
justify the court in restraining the defendants from selling, under a 
similar name, heavy motor oils and greases for the use in the opera- 
tion of automobiles and like machinery. 

The Trade-Mark Act of 1905 provides that the registration of a 
trade-mark shall be prima facie evidence of the registrant’s owner 
ship of the mark, and when a similar mark is applied by others to 
products of “substantially the same descriptive properties,’ such use 
may be enjoined and damages may be recovered; but no mark which 
consists merely of words or devices which are descriptive of the 
goods or of the character or quality of the goods is registerable or 
entitled to the protection given by the Act. The purpose of the 
Trade-Mark Act is to aid legitimate commerce by preventing con- 
fusion of goods either as to origin or sale and this court has juris- 
diction of both technical infringement and the issue of unfair com- 
petition. (Hurn v. Oursler, 289 U. S. 238 [23 T.-M. Rep. 267].) 

The registration has established, prima facie, the plaintiff's 
proprietorship of the trade-mark “Ever Ready,” and both parties 
seem to agree that the obvious similarity of the defendants’ mark, 
“Eveready” brings it within the contemplation of the Act; but a 
consideration of the law and the circumstances presented is neces- 
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sary to determine whether the terms are descriptive and whether 
the respective products are of substantially the same descriptive 
properties. A mark which is descriptive is not a good trade-mark 
at common law (Warner & Co. v. Lilly §& Co., 265 U. S. 526 [14 
T.-M. Rep. 247]), and the registration thereof does not create any 
substantive rights in the user, nor does he obtain any exclusive use 
or monopoly merely by the registration of a descriptive term (Kel- 
logg Co. v. National Biscuit Co. [28 T.-M. Rep. 569]; Hygrade 
Food Products v. H. D. Lee Mercantile Co., 37 F. [2d] 900 [21 
T.-M. Rep. 73].) 


The Commissioner of Patents has granted registration of the 


words “ever ready” in many forms and for numerous commodities, 
and the approval of the term by the Patent Office experts creates a 
strong presumption of its validity as a proper trade-mark under 
the Act (Feil v. American Serum Co., 16 F. [2d] 88 [17 T.-M. Rep. 
90]) as distinguished from a merely descriptive term. To justify 
a finding that the words are descriptive and the registration invalid 
(Warner & Co. v. Lilly & Co., supra) it must be shown that they 


apply especially to some ingredient, quality or characteristic of the 
lubricating oils under consideration. The words in question seem 
to have no particular reference to any ingredient or inherent char- 
acteristic or quality of oil. They suggest merely that the product is 
prepared, is readily available or is immediately usable, in the form 
of a word combination or catch phrase which, although frequently 
used, is no more descriptive of oil than of the scores of other com- 
modities to which it is applied. We note also that the defendants 
themselves have so considered it, for they adopted and registered 
the name as their brand with the Pennsylvania Grade Crude Oil 
Association and have continuously sought to promote and protect it 
as a trade-mark. Many other persons have used and registered the 
words “ever” and “ready” in various forms as trade-marks, and 
although multiplicity of registrations may have no weight in statu- 
tory proceeding relating to registration (American Fruit Growers 
v. Michigan Fruit Growers, 38 F. [2d] 696 [20 T.-M. Rep. 135]}), 
we think that such extensive use and commercial adoption of the 


term indicates that it is generally accepted as a satisfactory trade 
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identification of the products of the various users. In only one 
cited case has a similar term been held to be descriptive (2 parte 
Rich Products Corp. [24 T.-M. Rep. 416]). There the Commis- 
sioner of Patents held that the term “Evr Redy” when taken with 
other descriptive matter constituted the description of a special 
characteristic of dog food and was not registerable. However, that 
decision, like the decision of the Court of Appeals referred to in 
the Act (Section 9) is not a judicial judgment. It is a mere ad- 
ministrative decision and instruction given for Patent Office admin- 
istrative purposes (Postum Cereal Co. v. California Fig-Nut Co., 
272 U. S. 693, 698 [17 T.-M. Rep. 27]), and it cannot be con- 
trolling in the face of judicial recognition of the term as a valid 
trade-mark (American Safety Razor Corp. v. International Razor 
Corp., 84 F. [2d] 445 [19 T.-M. Rep. 398], Third Circuit). We 
hold that the term “Ever Ready” is not descriptive Within the mean- 
ing of the Act and that the plaintiff's registration of the trade-mark 
is valid. 

The second issue as to whether the respective products are of 
substantially the same descriptive properties involves some com- 
parisons between them and incidentally a discussion of the possible 
rights of both parties to use similar names in their respective fields. 
Much technical testimony was given as to the similarity and the dif- 
ferences between the products of the respective parties, and some 
with regard to their distinctive uses; but from all of the scientific 
evidence submitted, it is possible to present the comparisons in sim- 
ple language and to briefly set forth the basis of our conclusions. 
The products of both parties are derived from a common source, 
paraffin base crude petroleum. They are produced by the same 
process of distillation, used for a generally similar purpose, lubrica- 
tion, classed in the Patent Office among oils and greases, and are 
sold to the general public as lubricants for relatively similar uses. 
They differ chiefly in viscosity or the rate of pour and in 
specific, although possibly overlapping, use. One is designed 
for lubricating small or light machinery and the other for 
heavy, and they may not be used interchangeably. They are sold in 
different quantities and packages and there is little likelihood of 
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the public being misled as to the purpose for which each product 
may be used. Without reviewing in detail all of the properties and 
characteristics, it would seem obvious that they are both essentially 
the same as to ingredients, both are oils intended for lubrication of 
machinery, and that they are of substantially the same properties 
as to composition, source and use. The fact that one product is 
used to oil a bicycle and the other an automobile is not sufficient in 
itself to deny their similarity so far as descriptive properties are 
concerned. Refineries generally produce and dispense both types 
of lubricant and other distillates of petroleum, and it has been 
properly held that they are all in the same descriptive class (Ethyl 
Gasoline Corp. v. Klibanow, 1 F. Supp. 584 [22 T.-M. Rep. 468]). 
We conclude that the goods of the respective parties are of sub- 
stantially the same descriptive properties and that the plaintiff is 
entitled to the protection of the Act, unless the defendant can estab- 
lish an equitable right superior to the rights of the plaintiff. 
Whether defendants have such rights may be determined by an 
examination of the authorities defining the degree or extent of the 
protection afforded by the Act where two users claim concurrent 
rights under similar trade-marks. 

The earlier tendency was to confine the protection of a trade- 
mark to the particular product and in the territory in which it was 
used, and it has been held that a trade-mark user must be content 
with that special field in which he uses his mark (France Milling Co. 
v. Washburn Crosby Co., 7 F. [2d] 304 [15 T.-M. Rep. 185]; Pabst 
Brewing Co. v. Decatur Brewing Co., 284 F. Rep. 110 [13 T.-M. 
Rep. 1]). ‘ But the general rule now seems to extend the protection 
of the Act to all goods of the same class even though the alleged in- 
fringement is not upon the same species of articles. This rule is 
established by cases holding that a trade-mark protects the owner 
not only on an article to which he has applied it but also upon other 
goods such as might naturally be supposed to come from him (L. £. 
Waterman Co. v. Gordon, 72 F. [2d] 272 [24 T.-M. Rep. 343] ; 
Aunt Jemima Mills v. Rigney, 247 Fed. 407 [8 T.-M. Rep. 163]). 
And in Rosenberg v. Elliott (7 F. [2d] 962 [15 T.-M. Rep. 479]) 


involving a trade-mark on coats, vests and pants, and used by an- 
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other producer on hats and caps, the court, Woolley, J., after ap- 
proving the classification of the Commissioner of Patents, said: 


But on a charge of infringement, courts, advancing a step from the old 
law, are today less concerned with the species than with the class of goods 
on which a trade-mark has been used. When it has been used by the owner 
and by another on goods of the same class, though different in species, the 
question whether they are so closely related-so near akin-as to be regarded 
as having the same descriptive properties arises. 

The classification or kinship of the articles on which a mark is 
used seems to be the more equitable basis for determining the degree 
of protection. This is shown by the cases holding where there is a 
sufficient relationship between the goods to justify an ordinary buyer 
in assuming from the marks that both articles are from a common 
source, there is an infringement. It is the confusion of origin, not 
necessarily the confusion of goods, which controls (Vick Chemical 
Co. v. Vick Medicine Co., 8 F. [2d] 49). The principle that goods 
in the same class or genus are entitled to the protection of a regis- 
tered trade-mark is confirmed in a case involving similar trade-marks 


used by one producer on silk dress goods and by another on a water- 


proof fabric. The court, Clark, J., again indicated that tendency to 
extend the earlier rule, stated: 


We believe it is sound policy and so law, to lean away from duplication 
of names in favor of a broad interpretation of the phrase, “the same 
descriptive properties.” The “hard case” of the principal circumstances 
should not be permitted to modify that policy and that law. (J. A. Living- 
ston v. Pocono Rubber Cloth Co., 8 F. Supp. 249, affirmed 79 F. [2d] 466 
[26 U.S. P. Q. 349].) 

We think it is entirely reasonable and logical to hold that a 
trade-mark owner is entitled to the right of normal and expected 
expansion of his business by the introduction of related goods under 
the protection of the same mark (Landers Frary § Clark v. Uni- 
versal Cooler Corp., 85 Fed. 246). And unless the use of a trade- 
mark by a second user is so foreign to the owner’s use as to insure 
against any identification of the two products, it is unlawful. This 
principle is applicable even where the first user does not produce a 
competitive article (Yale Electric Corp. v. Robertson, 26 F. [2d] 
972 [18 T.-M. Rep. 321]) which situation prevails in the present 
case. 
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The theory on which the wrong has been extended to include the use of 
the mark on goods never made by the owner, is that, though the infringer’s 
use at the moment cannot take away his customers, it may indirectly do so 
by tarnishing his reputation or it may prevent him from extending his line 
to the goods on which the infringer is using the mark. That would seem as 
much a violation of the interest which the mark serves to protect, as though 
it was used upon the same kind of goods as the owner sells. (Hand, J. in 
L. E. Waterman Co. v. Gordon, supra.) 

That the element of possibility of confusion has been stressed, 
and the protection of the Act widened is indicated by decisions in 
which the adoption of a trade-name for pancake flour precludes its 
use on syrup (Aunt Jemima Mills v. Rigney, supra); the name of 
a fountain pen may not be appropriated for razor blades (L. E. 
Waterman Co. v. Gordon, supra); the use of “Dunhill” on shirts 
constitutes an infringement of the brand used for smokers’ sup- 
plies (Alfred Dunhill of London v. Dunhill Shirt Shop, 3 F. Supp. 
487); the name of an automobile may not be used on tires (Hudson 
Motor Car Co. v. Hudson Tire Co., 21 F. [2d] 453) ; the brand name 
used on hose may not be adopted for men’s and boys’ coats (I. H. 
Macy & Co. v. H. W. Carter & Son, 12 F. [2d] 190). 

Defendants have urged most strongly that their product is non- 
competing both as to use and also as to market, that the plaintiff has 
suffered no injury to its business and relief should therefore be 
denied. We are not unmindful of the principle now well established 
that an innocent second adopter of a trade-name, using it in different 
geographic location, where there is no actual conflict, may acquire a 
valid trade-mark in his territory similar to that used by the first user. 
(Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 
149]; United Drug Co. v. Rectanus, 248 U.S. 90 [9 T.-M. Rep. 1]; 
Bisceglia Bros. v. Fruit Industries, 20 F. Supp. 564). We do not 
think, however, that the present defendants are such innocent users 
nor that the geographic locations of the respective markets are so 
distinct as to bring the case within that rule. Defendants had notice 
of the plaintiff’s use and claim to the trade-mark at or about the time 
of their entry into the field. They deliberately proceeded with the 
extension of their business in the face of a threatened and later an 


actual suit for infringement, and we see no inequity in holding that 
those who adopt trade-marks should not enter a field where doubts 
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can be reasonably entertained as to the likelihood of confusion 
(Crystal Corp. v. Manhattan Chemical Mfg. Co., 75 F. [2d] 506. 
If they do so, it must be at the risk of successful interference and 
restraint by the first user. The refusal to desist after notice of in- 
fringement might even create a presumption of fraudulent intent 
(Feil v. American Serum Co., supra; Lawrence Mfg. Co. v. Ten- 
nessee Mfg. Co., 188 U. S. 587, 548). 

The foregoing discussion can leave little doubt that the plaintiff 
is entitled to injunctive relief. It acted promptly to protect its 
registered trade-mark and has caused or suffered no such unex- 
plained delay as would justify the denial of the protection sought 
(Menendez v. Holt, 128 U. S. 514). And even if a doubt existed 
it should be resolved against the newcomer in the plaintiff's field 
(B. F. Goodrich v. Hockmeyer, 40 F. [2d] 99 [20 T.-M. Rep. 
205]). As to the plaintiff’s claim to an accounting and damages, it 
would seem that the plaintiff has shown no actual damage in its 
business reputation or any measurable loss resulting from unfair 
competition. 

The products of the parties were not the subject of any actual 
competition, in that the defendants did not produce a light machine 
oil, and that plaintiff’s only financial loss apparently is the expense 
of the present litigation. We do not think that the present circum- 
stances demand an accounting or the payment of damages other 
than the costs of the present suit. Where a trade-mark is appropri- 
ated, injunctive relief may be granted without requiring the court 
to decree an accounting and damages (Mosler v. Lurie, 209 Fed. 
384; 126 C. C. A. 290), and we feel that the granting of an injunc- 
tion will adequately protect the rights of the plaintiff in the use of 
its trade-mark and against any possible loss from unfair competition 
in its future business. 

Both sides have presented numerous requests for findings of fact 
and conclusions of law. So far as the respective requests coincide 
with the following findings and conclusions, they are affirmed and 
to the extent that they differ, they are denied. We believe, however, 
that the following findings and conclusions cover all of the control- 


ling circumstances and essential legal issues. 











PLOUGH, INC. V. INTERCITY OIL CO. 


Findings of Fact 


1. Plaintiff and defendants are corporations of different states 
engaged in the sale of their respective products in the State of Penn- 
sylvania and elsewhere. 

2. Plaintiff produces and sells a light lubricant under the trade- 
mark “Ever Ready” which it registered in the Patent Office in 1925 
pursuant to application made in 1922. 

3. The name “Ever Ready Company” was adopted and used 
by plaintiff, Plough, Inc., in the sale and distribution of its product. 

t. The defendant, Intercity Oil Company, is a wholesale dealer 
in oils and petroleum products and prepared and furnished motor 
oils and greases distributed by its affiliate, Eveready Oil Company, 
under the trade-name “Eveready.” 


5. The defendant, Eveready Oil Company, sold, advertised and 


distributed “Eveready” motor oils and other petroleum products 


within the territory in which plaintiff distributed its products. 

6. At or about the time defendants began the use of the name 
“Eveready,” plaintiff protested against the alleged infringement 
and promptly followed its protest by the institution of the present 
suit. Defendants, with knowledge of plaintiff's registration declined 
to desist and continued to extend their business under the name, 
“Eveready.” 

7. Plaintiff's product is used for the cleaning and lubrication of 
light machinery and is distributed through retail mercantile estab- 
lishments generally, including automobile service and supply 
stations. 

8. Defendants’ products are used for lubrication of automobiles 
and industrial machinery and are distributed principally through 
automobile service and supply stations and dealers in lubricants. 

9. The products of both parties are produced from paraffin base 
petroleum by the process of distillation and are designed for lubrica- 
tion of machinery. 

10. The respective products differ essentially in viscosity or 
their relative rate of pour, and their respective uses are on different 


classes of machinery. 
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11. There is a likelihood of confusion as to the source of the 
respective products by the use of the name “Ever Ready” by the 
plaintiff and “Eveready” by the defendant, which likelihood is 
increased by the fact that refining companies generally produce 


and distribute an entire range of petroleum products under a single 
name. 


Conclusions of Law 


1. This court has jurisdiction of the parties and of the issues of 
infringement and unfair competition. 

2. Plaintiff’s registered trade-mark “Ever Ready,” as applied to 
oils and greases is valid. 

3. The plaintiff's trade-mark, “Ever Ready” is not descriptive 
and is entitled to the protection afforded by the Trade-Mark Act 
and the common law. 

t. Defendants’ adoption and use of the trade-mark, “Eveready” 
and their use of the term in the sale of oil and as parts of the cor- 
porate distributor’s name constitutes an infringement and unfair 
competition. 

5. Defendants have not acquired any separate and individual 
rights to the use of the trade-mark in a distinctive geographic loca- 
tion or market. 

6. Plaintiff has not shown any special damage suffered as a 
result of the defendants’ unlawful use of the trade-mark inasmuch 


as the products of the respective parties were in fact non-competing. 


7. Plaintiff is entitled to injunctive relief and to its costs in the 
present suit. A decree in accordance with the findings and conclu- 
sions herein may be submitted for entry as the order of this court. 
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KeYstToNe MacaroNr MANUFACTURING Company v. V. ARENA & 


Sons, Inc. 
United States District Court, Eastern District of Pennsylvania 
February 27, 1939 


Trape-Mark INFRINGEMENT AND UnrFair CoMPETITION—REPRESENTATION OF 
Mounted KnigHtT—ConrFticrtInGc Marks. 

Plaintiff in 1916 began to use on its spaghetti a trade-mark consist- 
ing of the words “San Giorgio, and representation of a picture of an 
armored knight mounted on a rearing horse and in the act of killing a 
dragon, the whole being surrounded by concentric circles to form a 
medallion. Defendant in 1924 adopted as its trade-mark the name “Conte 
Luna” and a design including the picture of an armored knight mounted 
on a rearing horse and grasping a spear, six years later modifying the 
mark by showing the knight in concentric circles forming a medallion. 
Defendant’s use of the part of its mark similar to plaintiff's mark held 
unfair competition and was enjoined. 

Trave-Marxks—“San Giorcio” ANpD PicrortIAL REPRESEN TATION—AsS!GN- 
MENTS—EFFECT OF FaiLuRE TO ACKNOWLEDGE. 

Where plaintiff’s right to title to the trade-mark at issue was ob- 
tained by successive assignments from two business predecessors from 
which the assignments are not acknowledged as required by the statute, 
held, nevertheless that, inasmuch as plaintiff had shown a title to the 


mark through continuous use at common law, its remedy against de- 
fendant was well founded. 


Trape-Marks—Svirs—,J uRIspIcrion. 

Where a federal court has properly taken jurisdiction of an issue 
first presented and at his later discovery that the basis of jurisdiction 
cannot be sustained, the court may continue to retain jurisdiction in 
order to determine the other issues involved in the litigation. 

Trapve-Mark INFRINGEMENT—Svuit—LaAcHEes— ACCOUNTING. 

Where the defendant used a mark similar to plaintiff's with the 

knowledge of the ‘atter’s claim thereto and plaintiff acquiesced for three 


years in defendant’s conduct, plaintiff held entitled to injunctive relief 
but not to an accounting. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Injunction granted. 


Mercer B. Tate, Jr., of Philadelphia, Pa., for plaintiff. 
S. Thomas Bulfamonte, for defendant. 


Wetsu, D. J.: The plaintiff, Keystone Macaroni Manufacturing 
Company, filed its bill of complaint to enjoin the defendant, 
V. Arena & Sons, Inc., from using a part of its trade-mark which is 
alleged to be an infringement of plaintiff's trade-mark. Plaintiff 
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also avers that the use of such mark constitutes unfair competition, 


and seeks an accounting and damages. 

Both parties to the suit are Pennsylvania corporations, having 
their place of business at Lebanon and Norristown, respectively, 
and are engaged in the manufacture and sale of spaghetti and similar 
products. The market of both concerns consists of the eastern sea- 
board states, with the largest distribution in and about Philadelphia. 
The plaintiff's business was begun in 1916 as a partnership. In 
1919 one of the partners withdrew and the business was carried on 
as an individual proprietorship by the remaining partner until 1922, 
when it was incorporated. From the beginning of the business, 
plaintiff and its predecessors have used as their trade-mark the name 
“San Giorgio” together with the picture of an armored knight 
mounted on a rearing horse and in the act of killing a dragon with 
his spear, the picture being surrounded by concentric circles to form 
a medallion. The plaintiff's predecessors registered the name and 
trade-mark in the Patent Office in 1920. In 1924 the defendant 
adopted as its trade-mark and name “Conte Luna” with a picture of 
a full moon between the words and also a picture of an armored 
knight grasping a spear and mounted on a rearing horse. About 
1930 the defendant encircled the figure of the mounted knight in 
concentric circles forming a medallion which it applied to its pack- 
ages in the same manner as the one used by the plaintiff. It is al 
leged that defendant’s medallion is deceptively similar to that of the 
plaintiff and therefore an infringement of the registered trade-mark. 

The parties used their respective trade-names and trade-marks 
without any conflict until about 1934, during which period they did 
an extensive business in the same territory. About that time the 
plaintiff undertook to promote its sales by offering premiums for the 
return of the medallions on its packages. In the course of redeem- 
ing the medallions for premiums, it discovered that many of those 
taken from the defendant’s packages were also ofiered, and from 
that fact the plaintiff concluded that the similarity of the defendant's 
mark was causing a confusion of its goods with the goods of the 
defendant. In 1988 the plaintiff formally protested to the de- 
fendant against the use of the defendant’s mark but the defendant, 
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upon the advice of counsel, took the position that the use of its mark 
did not constitute an infringement and it declined to desist. This 
action followed in 1938. 

An examination of both marks shows that they are similar in that 
the dominant figure in each is an armored knight grasping a spear 
and mounted on a rearing horse shown in a right side view. ‘These 
figures are surrounded by two concentric circles of the same relative 
size and distance from the common center which enclose the figures 
in approximately the same relative position. ‘The colors on the 
marks used by both litigants vary somewhat, depending upon the 
number of colors used and the size applied on the different pack- 
ages. The marks differ in a number of details. The plaintiff's 
knight is partly enshrouded with a cloak which obscures some of the 
background. He is engaged in slaying a dragon beneath the horse 
by means of a spear held in both hands. The defendant's mark in- 
cludes a background showing a castle, water and other scenery; 
beneath the horse is the brink of a cliff, and the knight is holding his 
spear aloft with his left hand. These are the essential differences 
in detail which distinguish the respective medallions, but they are 
not readily apparent upon a hasty glance nor would they be detected 
upon examination at a distance. The principal features and con- 
sequently the general impression of both marks is of a medallion 
containing an armored knight on a rearing horse, and without at- 
tention being called to the differences of detail, it seems doubtful 
that an ordinary buyer, guided by his recollection of a mark rather 
than a name, might readily be confused. We can conceive that a per- 
son, carrying in mind the picture of a medallion with a mounted 


knight, and relying upon the memory of a package, might easily for- 


get the details of the respective pictures and consequently select one 


brand instead of the other, and especially if he had not memorized 
the brand names or associated them with the respective manufac- 
turers. 

Evidence of actual confusion was confined to proof that the 
plaintiff's customers, in presenting medallions for redemption, have 
included among them many of the defendant’s medallions. Such 


evidence establishes the probability of confusion and is admissible 
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for that purpose, but it is not sufficiently persuasive to justify a 
definite conclusion that the goods of the parties are actually con- 
fused by the use of the similar marks. The presentation of de- 
fendant’s medallions might indicate a desire on the part of some cus- 
tomers to fraudulently obtain premiums for medallions which they 
know are actually not redeemable, or it might mean that certain cus- 
tomers believe “Conte Luna” and “San Giorgio” brands are put out 
by the same manufacturer or that they make their choice by trade- 
mark rather than by name, but we cannot say with assurance that 
confusion existed any more than we can say that actual fraud was 
intended. The brand names and other elements of the trade-marks 
are so distinctive as to eliminate confusion in the minds of reasonably 
prudent buyers, especially those who purchase by name, but as 
pointed out by both parties, many users of these products are of 
foreign birth, and it seems desirable to prevent possible confusion in 
their minds as well as in the minds of others who might be induced 
to make their choice by mere visual impression of a symbol. It seems 
proper to conclude that confusion is possible and probable and, 
although it is unlikely that the confusion is general, the possibility 
or probability of confusion resulting from the use of the similar 
trade-marks should be eliminated in the interest of fair dealing. 
The more important questions presented are, first, whether the 
plaintiff is such an owner of its trade-mark as to be entitled to the 
protection afforded by the Trade-Mark Act, and second, whether the 
use of the mark by the defendant amounts to unfair competition such 
as might be restrained by this court. The Trade-Mark Act of 1905, 
the purpose of which is to aid legitimate commerce by preventing 
confusion of goods either as to origin or sale, provides that the regis- 
tration of a trade-mark shall be prima facie evidence of the regis- 
trant’s ownership of the mark, and when a similar mark is applied 
to other like products, such application and use may be enjoined and 
damages may be recovered. We think that the marks in the present 
case are so deceptively similar that if the Act applies, the injunc- 


tion prayed for should be granted. The Act permits the registra- 


tion of a lawful trade-mark by the applicant user and provides that 
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the trade-mark may be assigned in connection with the transfer for 
the good-will of the business in which the mark is used. 


Such assignment must be by an instrument in writing and duly acknowl- 
edged according to the laws of the country or state in which the same is 
executed; any such assignment shall be void as against any subsequent pur- 
chaser for a valuable consideration, without notice, unless it is recorded in 
the Patent Office within three months from the date thereof. The Commis- 
sioner shall keep a record of such assignments. (Section 10.) 

Under this provision the plaintiff, in order to be entitled to the 
remedies provided by the Act, must prove its title by assignments 
from the original registrants which conform with the requirements 
specified. The defendant contends that the plaintiff has not estab- 
lished such ownership and therefore is not entitled to the benefits 
of the Act by reason of the following circumstances. The trade- 
mark was registered in 1920 upon the application of the partners, 
formerly trading as the Keystone Macaroni Company, made in 1919. 
Thereafter one of the partners withdrew and assigned his interest 


in the firm to the remaining partner. The assignment was not 


acknowledged. In 1922 the remaining partner then operating as 


an individual proprietorship incorporated his business and trans- 
ferred all of the business assets including the trade-mark to the 
corporation. This assignment or transfer likewise was not ac- 
knowledged. Therefore if the rights of the plaintiff are dependent 
upon the title to the trade-mark acquired under these assignments, 
not acknowledged as required by the Act, we must deny the plain- 
tiff the remedy sought. It has been held that title to the trade-mark 
is indispensable to a good cause of action under the Trade-Mark 
Act (Shaver v. Heller & Merz Co., 108 Fed. 821) and that where 
the assignment of a trade-mark has not been properly acknowledged 
in accordance with the requirements of the Act, the proof of the 
plaintiff's title, acquired by the assignment, has not been established 
(Perry v. American Hercolite Denture Corp., 78 F. [2d] 556 [26 
T.-M. Rep. 235]). So far as this action is a statutory one involving 
the infringement of a registered trade-mark, we feel that the provi- 
sions of the Act are mandatory and must be complied with before 


the plaintiff is entitled to the remedies therein prescribed. 
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It appears, however, that the plaintiff and its predecessors have 
continuously used and claimed ownership of their trade-mark since 


1916 and that the present ownership is evidenced by the succession 


of business forms and assignments as above recited. These facts 
clearly establish the right of the plaintiff to claim its symbol as a 
common law trade-mark. Trade-marks and the rights of the owners 
have always been recognized at common law regardless of the 
existence or provisions of the registration act. The certificate of 
registration is proof of adoption but is not intended to be conclusive 
as to the validity of the mark, and the fact of registration or non- 
registration does not affect the jurisdiction of the court to determine 
the validity of the acts of appropriation and use (Bisceglia Bros. 
Corp. v. Fruit Industries, Ltd., 20 Fed. Supp. 564 [28 T.-M. Rep. 
5]). Exclusive right to the use of a trade-mark is founded upon 
priority of appropriation (McLean v. Fleming, 96 U.S. 245), exists 
as an appurtenance to a particular business with which it is con- 
nected and is established by the use rather than by its mere adop- 
tion or registration. 

The defendant contends, however, that since the jurisdiction of 
this court was acquired by virtue of an alleged infringement of a 
federal trade-mark, and the plaintiff has failed to prove technical 
title thereto, this court is without jurisdiction to determine the issue 
as to unfair competition inasmuch as there is no diversity of citizen 
ship. In support of that contention defendant relies upon the 
authority of Perry v. American Hercolite Denture Corp., supra, 
which holds that a plaintiff who has failed to establish his title by 
an acknowledged assignment of a registered trade-mark is not en- 
titled to pursue the remedies provided in the Act. We note, how- 
ever, that there the claimant’s only right to the trade-mark in ques- 
tion was acquired by virtue of the unacknowledged assignment, and 
the case does not control the issue of jurisdiction or redress where 
common law rights to a trade-mark are involved. In the present 
case the plaintiff's proprietorship in the trade-mark in question is 
not based solely upon the technical validity of its assignments but 
is established by prior adoption and use over a period of many years. 
It would not seem logical or equitable for the court to decline juris- 
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diction of one issue before it, merely because one of the parties has 
failed to support his position with regard to another. It is well 
settled that where a federal court has properly taken jurisdiction of 
an issue first presented, and later it is discovered that the basis of 
the jurisdiction cannot be sustained, the court may continue to retain 
jurisdiction for the purpose of determining the other issues involved 
in the litigation. In other words, where the complaint is based upon 
an alleged infringement of a trade-mark registered under the Fed- 
eral Statutes, and in the course of the trial it is found that the trade- 
mark or its registration is invalid, the court might properly continue 
jurisdiction of the case for the purpose of determining the issue as 
to unfair competition (Hurn et al. v. Oursler, 289 U. S. 238 [23 
T.-M. Rep. 267]; Leschen Rope Co. v. Broderick, 201 U. S. 166; 
Armstrong Paint and Varnish Works v. Nu-Enamel Corp., 59 
Supreme Court Reporter 191 [29 T.-M. Rep. 3]). Under these 
authorities we assume that our jurisdiction continues. 

Prior discussion has directed attention to the similarity of the 
respective trade-marks, the probability of confusion of products 
and their origin, and the rights of the plaintiff to protect its trade- 
mark. Whether a remedy is to be granted and the extent of the re- 
dress requires some further comment on the law involved. The law 
of trade-marks is part of the law of unfair competition and there 
are many cases involving the unlawful use of trade-marks by per- 
sons other than those entitled thereto by prior use or registration. 
The wrong usually complained of is the sale or possible sale of the 
goods of one producer for those of another with the attendant loss 
of business by the persons entitled to it. Either actual or reason- 
ably probable deception or confusion is contemplated and regard 
must be given to the class of persons who purchase the articles and 
to the circumstances ordinarily attending their purchase (N. K. 
Fairbanks Co. v. R. W. Bell Mfg. Co., 77 Fed. 869). From the cir- 
cumstance of this case, we have found that there is a reasonable 


probability, not merely speculative, of confusion and deception, and 


that the laws as to unfair competition are applicable. The similarity 


of adopted trade-mark characters, together with the probability of 


confusion, is sufficient to justify the granting of relief even though 
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the marks differ in detail. (Pinaud, Inc. v. Huebschman, 27 F. 
[2d] 531-538; Jantzen Knitting Mills v. Spokane Knitting Mills, 
Inc., 44 F. [2d] 656 [20 T.-M. Rep. 424]; Gordon’s Dry Gin Co. 
Ltd. v. Eddy & Fisher Co., 246 Fed. 954 [8 T.-M. Rep. 129].) The 
similarity of the respective marks of the plaintiff and defendant 
justify the granting of an injunction and damages unless, as con- 
tended by the defendant, the plaintiff has been guilty of laches in 
pursuing its remedy. 

No efforts were made by the plaintiff to prevent the defendant 
from using its similar trade-mark until the possible confusion was 
detected through the return of medallions for the premiums offered. 
Formal protest was made in July, 1935, and the rights of the plain- 
tiff were promptly denied by the defendant. The suit, however, was 
not brought until 1938, a period longer than might be expected of a 
plaintiff vigilantly interested in protecting his rights. During that 
time defendant has by virtue of his belief in its legal position, 
further extended its business, possibly with the conviction that the 
plaintiff has recognized the validity of its right to the mark in 
question. It would seem to us that, once having raised the issue of 
infringement, it was incumbent upon the plaintiff to pursue its 
remedy promptly, and the delay of almost three years before bring- 
ing suit is not the degree of vigilance which would entitle plaintiff 
to the full relief available under the law. Where two competing 
parties claim rights to the same or similar trade-marks, priority of 
appropriation determines the question of which mark is entitled to 
protection (Amoskeag Mfg. Co. v. Trainer, 101 U. S. 51), but where 
the defendant used a similar mark or name with knowledge of the 
plaintiff’s claim to the same, and the plaintiff delays or acquiesces 
in the unlawful use, the plaintiff may be entitled to injunctive relief 
but not to an accounting and damages (McLean v. Fleming, 96 U.S. 
245; Menendez v. Holt, 128 U. S. 514). Injunctive relief may be 
properly granted without requiring the court to decree an accounting 
and damages (Mosler v. Lurie, 209 Fed. 384; 126 C. C. A. 290), 


and, as in the present case, an accounting of profits will not be given 
where the unlawful use of the trade-mark has been without any 
wrongful intent to defraud the plaintiff or deceive the public 
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(Strauss v. Notaseme Hosiery Co., 240 U. S. 179 [6 T.-M. Rep. 
103]; Sarlehner v. Siegel-Cooper Co., 179 U.S. 42). 

Considering all of the circumstances and the equities of the par- 
ties, we are of the opinion that the defendant’s use of that part of 
its trade-mark which is similar to the plaintiff’s mark should be 
restrained, but that no damages or accounting of profits should be 
decreed. 

The plaintiff has submitted thirty-nine and the defendant forty- 
four requests for findings and conclusions. Specific comment upon 
each of them is unnecessary inasmuch as the following findings of 
fact and conclusions of law seem to cover all of the controlling cir- 
cumstances and the essential legal issues. 


Findings of Fact 


1. Plaintiff and defendant are both Pennsylvania corporations 
engaged in the sale and distribution of spaghetti and similar prod- 
ucts in the same general market. 

2. The plaintiff's business was begun as a partnership in 1916 
at which time the name “San Giorgio” and a pictorial illustration of 
an armored knight on horseback enclosed in concentric circles was 
adopted as its trade-mark. 

3. The trade-mark was assigned by one of the withdrawing 


partners in 1919 to the remaining partner who incorporated the 


business in 1922 as the present plaintiff corporation and assigned 
the trade-mark as part of the assets with which the corporation 
began business. The said assignments of the trade-mark were not 
acknowledged before a judicial officer authorized to take acknowl- 
edgments within the State of Pennsylvania. 


4. The plaintiff’s trade-mark was registered in the United States 
Patent Office in 1920 in pursuance of an application made in 1919 
by the original users and adopters of the mark. 

5. Several years after the adoption of the said trade-mark by 
the plaintiff, the defendant adopted as its trade-mark used in the 
sale and distribution of spaghetti and like products the name “Conte 


Luna,” the picture of a full moon between the words, and also a pic- 
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ture of an armored knight grasping a spear and mounted on a 
rearing horse, and continued the use of said mark until about 1930, 
at which time the defendant encircled the figure of the mounted 
knight in concentric circles forming a medallion which it applied to 
its package in the same manner as the one used by the plaintiff. 

6. The plaintiff in the course of its business offered premiums 
for the return of the medallions cut by its customers from the 
packages of the plaintiff's products, and in the course of the 
redemption of the medallions for the premiums offered, many of the 
medallions from the defendant’s packages were offered by the plain- 
tiff’s customers. 


~ 


7. The pictorial medallion applied by the defendant to its pack- 
ages is similar to the trade-mark of the plaintiff in that the dominant 
figure is that of an armored knight mounted on a rearing horse 
grasping a spear and shown in a right side view. It is surrounded 
by concentric circles and upon brief observation is deceptively 
similar to the mark of the plaintiff. 

8. There is a reasonable probability of confusion of the de- 
fendant’s mark with that of the plaintiff and consequently of the 
products of the respective parties, which probable confusion might 
exist in the minds of buyers unable to or not in the habit of dis- 
tinguishing products by their proper brand names, and who might 
make a selection as a result of a recollection of a symbol. 

9. Plaintiff protested to the defendant concerning the alleged 
infringement in July, 1935, but took no legal steps to protect its 
rights until the present suit started in July, 1938. 

10. No actual confusion of goods has been proven by competent 
evidence. 


Conclusions of Law 


1. The court has jurisdiction of the parties and of the issues of 
unfair competition. 

2. The failure of the plaintiff in the course of the trial to estab- 
lish its ownership of the trade-mark by assignments made in ac- 
cordance with the provisions of the Trade-Mark Act does not divest 


this court of jurisdiction to determine the issue of unfair competition. 
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3. The plaintiff's trade-mark consisting of the name “San 
Giorgio” together with a pictorial illustration of an armored knight 
on a rearing horse engaged in the slaying of a dragon and enclosed 
in concentric circles is a valid common law trade-mark used by the 


plaintiff and its predecessors to identify the plaintiff’s products 
since 1916. 


4. The use by the defendant as part of its trade-mark of the 


figure of an armored knight mounted on a rearing horse, grasping 


a spear and surrounded by concentric circles is deceptively similar 
to the plaintiff’s trade-mark, and is likely to cause confusion of 
goods in the minds of purchasers unfamiliar with the proper trade- 
names of the respective products, or who make their choice by means 
of their memory or visual recollection of the figure of an armored 
knight on horseback. 

5. The plaintiff has not shown any special damage suffered as a 
result of the defendant’s unlawful use of a trade-mark deceptively 
similar to the one adopted by the plaintiff. 

6. Plaintiff has not been sufficiently vigilant in seeking redress 
and by its conduct is precluded from obtaining an accounting and 
damages from the defendant. 

7. Plaintiff is entitled to injunctive relief, but the acts of both 
parties appearing to have been done in good faith, we deem it proper 
that each party should bear its own costs. 

8. A decree in accordance with the findings and conclusions 
herein may be submitted for entry as the order of this court. 

So far as the respective requests of the plaintiff and defendant 
coincide with the above findings and conclusions, they are affirmed, 
and to the extent that they differ, they are denied. 
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Cur. Bsevvanp & Co., Inc. v. Victor M. Catperon Co., INc. 
New York Supreme Court, Special Term, Part VI 
February 10, 1939 


Trape-Mark INFRINGEMENT—“KinG Oscar” anp “KinG Otay” on CANNED 
SarDINES—CoMPONENT “Kinc” Common to TRADE. 

Plaintiff, importer of canned sardines of a superior grade under the 
marks “King Oscar” and “Prince Olav” held not entitled to enjoin de- 
fendant from the use of the words “King Olav” on a cheaper grade of 
sardines, inasmuch as the word “King” has from the year 1893 been used 
in combination with other words as a trade-mark for imported canned 
fish and, therefore, is not in itself capable of confusing purchasers. 

Unrar Competition—Use or Sruitar Laspets—DiFrerENTIATING FEATURES. 

In the case at issue, defendant’s label held not to be confusingly 
similar to plaintiff's label, as the make-up is entirely different and the 
colors red and gold, used in each, appear on all Norwegian sardines. 
Plaintiff's action for unfair competition was, accordingly, dismissed. 


In equity. Action for alleged unfair competition and trade-mark 
infringement. Bill dismissed. 


CortiLio, J.: The plaintiff seeks to enjoin the sale and distribu- 
tion of sardines, or other canned fish, under a brand name alleged 
to have simulated plaintiff’s trade-marks “King Oscar’ and “Prince 
Olav,” and also seeks to enjoin the copying of plaintiff's color com- 
bination. 

The plaintiff Chr. Bjelland & Co. A/S is a Norwegian corpora- 
tion, organized in 1926, and is engaged in the business of packing 
sardines and other sea food products. The plaintiff Chr. Bjelland 
& Co., Inc., is a domestic corporation wholly owned by the Norwe- 
gian company as is its sole and exclusive selling agent in this part 
of the country. 

The “King Oscar’ trade-mark and label was first used by plain- 
tiff’s predecessors in 1905 and has been used since that time and 
was registered in the United States Patent Office in 1915 and has 
also been registered in more than twenty other countries. It is used 
to identify the finest quality of Norwegian sardines of a superior 
type known as brisling. They have also sold other fish products 
such as kippered herring, salted mackerel, filet of mackerel, peeled 


shrimp, etc., under the same label. 
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The plaintiffs’ label “Prince Olav” was registered in Norway in 
1906 for a type of sardine known as sild. This label has not the 
extensive sale as “King Oscar” and has practically been abandoned 
in this country. 

The defendants started to use the label “King Olav” in 1936 on 
the sild type of sardine, which sells for less than one-half the price 
of the brisling type of sardines. 

Upon the trial of this action there was received in evidence a 
stipulation which disclosed the existence of about twenty-one brands 
of sardines having the word “‘King’’ as first or second word of the 
brand. The brands mentioned in this stipulation were not only used 
in the pack fish industry, but were also registered in the United 
States Patent Office, and are as follows: ‘““King Haakon,” registered 
September 19, 1922, and in the application for registration the 
claimed date of the first use of the name of the brand was November 
14, 1905. ‘King George’ brand, registered January 13, 1914; 
claimed date of the first use February, 1913. “Snow King” brand, 
registered December 12, 1916; claimed date of the first use July 12, 
1916. “Silver King’ brand, registered June 19, 1917; claimed date 
of the first use September, 1893. “River King” brand, registered 
July 14, 1925; claimed date of the first use 1901. “Frost King” 
brand, registered July 14, 1925; claimed date of the first use 1911. 
“Storm King” brand, registered February 1, 1921; claimed date of 
the first use August 1, 1918. “King Solomon” brand, registered 
July 18, 1908; claimed date of the first use August 1, 1928. “King 
Cole” brand, registered January 28, 1913; claimed date of the first 
use August 1, 1912. “King Dodo” brand, registered December 8, 
1925; claimed date of the first use February 11, 1925. “North 
King”’ brand, registered February 24, 1914; claimed date of the first 
use 1901. “Polar King” brand, registered January 15, 1929; 
claimed date of the first use September 30, 1924. “Sardine King” 
brand, registered April 24, 1928; claimed date of the first use 1925. 
“King Arthur” brand, registered March 20, 1928; claimed date of 
the first use April, 1922. ‘King Harald” brand, registered Septem- 
ber 6, 1927; claimed date of the first use September 30, 1924. 


“Pacific King” brand, registered January 11, 1927; claimed date of 
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the first use February 10, 1926. “Sea King” brand, registered June 
2, 1908; claimed date of the first use March 15, 1900. “‘Aero King” 
brand, registered April 26, 1910; claimed date of the first use Octo- 
ber, 1909. “King Cotton” brand, registered July 25, 1911; claimed 
date of the first use July 1, 1900. “Ye Old Kings” brand, registered 
November 1, 1927; claimed date of the first use December, 1925. 
“King Bird” brand, registered March 7, 1911; claimed date of the 
first use August 1, 1901. 

The evidence supplied by this stipulation is not an indication of 
infringement by others of the plaintiff's name. It is indicative to 
show that the plaintiff has no exclusive right to the word ‘King’ 
as that word has come to be known in the sardine trade, because the 
word “King” was in use from 1893, which was long prior to the 
adoption by the plaintiff of the trade-mark “King Oscar” in 1905, 
and the record discloses that there were thirty-eight brands on the 
market since 18938, which included as part of their trade-mark name 
the word “King,” which amply establishes the fact that the word 
“King” itself used on a can of sardines does not identify the plain- 
tiff’s goods, and therefore the plaintiff has no exclusive property 
rights therein, and the court can see no equitable claim that can be 
made by the plaintiffs that they have received an inheritance of the 
good-will created by thirty-eight different “King” brands beginning 
years before the plaintiffs started their business. 

“King” for many years has come to mean to the public Nor- 
wegian sardines. Actions of this type, which are termed actions for 
unfair competition, are notoriously of the sort in which each label 
and each set of facts must be judged by itself. The evidence as to 
the word “King’’ was such that the court could almost take judicial 
notice of the customary and prevalent use of the word “King” in 
connection with brands of all foreign products. We have, for in- 
stance, the word “King” used extensively to indicate brands of 
Italian olive oil. We also have the use by distributors of the names 
of the ruling houses of the various European countries to indicate 
products of any particular country. 

The makeup of the labels bears no resemblance to each other 
except the three labels have a red background. The plaintiff’s labels 
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each have a picture of a monarch and the name “King Oscar” or 
“Prince Olav” together with a crown, the color motif is red with 
gold letters on the “King Oscar” brand and black letters on the 
“Prince Olav.”’ The defendant’s label has a red background with 
the words “King Olav” in gold letters and the small gold crown. 
Across the face of the background is a white band extending from 
the right upper corner to the center of the left side of the label 
diagonally across to the middle of the bottom of the label. This 
white band has a blue center and across the middle of the can is a 
picture of a sardine. 

The use of the coloring of the defendant’s label cannot be en- 
joined because the makeup of the label is entirely different from 
the plaintiffs’ and could not deceive the buying public. The record 
in this case does not show any evidence of confusion in the trade, 
and it further shows that all Norwegian sardines carry a red and 
gold label since they were first imported to this country in com- 
petition with Portuguese sardines. 

As to the use of the word “King” the court feels after listening 
to all the testimony that the word “King” is a part of all labels on 
foreign sardines and has been used in that respect for a great num- 
ber of years and long before plaintiffs’ use. There were and are in 
existence eight other ““King’’ brands as old or older than plaintiffs’ 
label and there have been twenty-five other “King” brands since 
1900, and at the present time there are ten or twelve “King’”’ brands 
in existence. Today there are at least six active “King” brands on 
the market. 

The common use in the sardine business for a great many years 
of the word “King,” coupled with the use of the combination of red 
and gold in the label, is conclusive in determining whether the de- 
fendant’s label was designed with the intention of palming off 
goods sold by the defendant as those of the plaintiff and in de- 
termining the existence of unfair competition by the defendant 
through the use of its label. 

The Court of Appeals in Fischer v. Blank (188 N. Y. 244, said, 
at p. 152): “The true test, we think, is whether the resemblance is 
such that it is calculated to deceive, and does in fact deceive the 
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ordinary buyer making his purchases under the ordinary conditions 
which prevail in the conduct of the particular traffic to which the 
controversy relates (Franks v. Weaver, 10 Beav. 297; Amoskeag 
Man. Co. v. Spear, 2 Sand. S. C. 599; Colman v. Crump, 70 N. Y. 
573; McLean v. Fleming, 96 U. S. 245; Lawrence Man. Co. v. Tenn. 
Man. Co., 188 id. 587).” 

This position of the Court of Appeals is amply supported by law 
in this state, as well as in the federal jurisdiction, in the case of 
Schlitz Brewing Co. v. Houston Ice & B. Co. (241 Fed. 817, aff'd 
Sup. Ct. [9 T.-M. Rep. 279]). The court held as follows (p. 
820): “The test would seem to be whether the resemblance was such 
as would likely deceive purchasers of the capacity and under the 


condition that the goods would encounter in the course of business 
of the particular trade.” 


In Coats v. Merrick Thread Co. (149 U. S. 562) the United 
States Supreme Court said: 


There is no doubt a general resemblance between the heads of all spools 
containing a black and gold label which might induce a careless purchaser 
to accept one for the other. Defendants, however, were not bound to any 
such degree of care as would prevent this. .. . In short, they could do little 
more than place their own name conspicuously upon the label, to rearrange 
the number by placing it on the border instead of the center of the label 
and to omit loops of the plaintiff's periphery and substitute their own stars 
between the numerals. Having done this, we think they are relieved from 
further responsibility. If the purchaser of such thread desires a particular 
make, he should either call for such, in which case, the dealer, if he put off 
on him a different make would be guilty of fraud, for which the defendant 
would not be responsible, or should examine himself the lettering upon the 
spools. He is chargeable with knowledge that any manufacturer of six 
cord thread has a right to use a black and gold label and is bound to examine 
such label with sufficient care to ascertain the name of the manufacturer. 


And again, in Kerfoot v. Louis K. Liggett Co. (67 F. [2d] 214 
[23 T.-M. Rep. 455]), the doctrine was again emphasized by the 
Federal Court (p. 215): 


The question whether “Vapure” is an infringement on “Vapex” i.e., 
whether the two names are so similar in appearance and in sound that one 
is likely to be mistaken for the other by an ordinarily careful buyer is to be 
determined not merely by an inspection of the words, but by considering 
them in connection with other similar words in use in the same general 
field. With so many trade-marks having the same basic syllable (Vap) 
already in use at the time of the plaintiff’s registration in this country it 
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must be supposed that the public discriminated between them by ending or 
combination in which Vap was used... . I think the use of “Vapure” for 
“Vapex” as shown by the testimony should not in itself be regarded as un- 
fair competition unless it is shown to be accompanied by deception, confu- 
sion of (sic) or the intention of palming off. The plaintiff's contention 
that the defendant is infringing its trade-mark and is guilty of unfair com- 
petition because of deceptive similarities between the names of “Vapure” 
and “Vapex” cannot be sustained. 

In the light of the proof in this case that the word “King” and 
the word “King” coupled with the name of a monarch, and the red 
and gold wrappings, have been in use as long and in many instances 
longer than the plaintiff's use, and have come to identify, not the 
goods of plaintiff, but Norwegian sardines generally; and in view 
of the difference in the labels themselves and the obvious dis- 
similarity, which becomes apparent even at a glance, the court feels 
constrained to render judgment in favor of the defendants. Settle 
findings of fact and conclusions of law. 


Coty, Inc. v. JosepH Dixon CrucisteE Company 
United States Court of Customs and Patent Appeals 
February 27, 1939 


Trape-M arKks—OpposiTrion—“Arr-Spun”—GRAPHITE, AND TaLcum Powner, 


Dustine Powner anp Face Powper—Goons or Dirrerent Descrip- 
TIVE PROPERTIES. 


Graphite held to possess different descriptive properties from talcum 
powder, dusting powder, face powder and sachet. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner’s 
decision see 27 T.-M. Rep. 775. 


Charles R. Allen, of Washington, D. C., and Hugo Mock, and 
Asher Blum, both of New York City, for appellant. 

Harry A. English and Spencer A. Studwell, both of New York 
City, for appellee. 


Bianp, J.: Appellee, Joseph Dixon Crucible Company, on 
October 24, 1935, filed its application with the United States Patent 
Office for the registration of its trade-mark “Air Spun,” used in 
interstate commerce for graphite. 
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The appellant, Coty, Inc., hereinafter referred to as opposer, 
filed a notice of opposition to the registration of appellee’s said 
trade-mark, basing its opposition substantially on the following 
facts: That it is the owner of a trade-mark, No. 327,950, registered 
September 10, 1935, which trade-mark consists of-the words “‘Air- 
Spun” and is substantially identical in every respect with the mark 
which appellee (hereinafter referred to as applicant) sought to 
register, the mark of said registration being applied to talcum 
powder, dusting powder, and face powder and sachet. 

Opposer alleges that the registration of applicant's mark would 
be damaging to the reputation of opposer for the reason that 
graphite is associated with lead pencils, one of the products manu- 
factured by applicant; that the term “lead pencils” conveys, 
although erroneously, the suggestion of lead, and that if lead, at 
one time an injurious ingredient of certain face powders, was as- 
sociated in the minds of purchasers with opposer's well-advertised 
and high-class face powders, its reputation would be damaged. 

Both parties took testimony. The record shows that the use 
opposer made of its mark was chiefly for face powder. Its priority 
of use of the mark is not questioned. To some extent the mark was 
used by opposer for dusting and talcum powder and sachet, it being 
shown, however, that owing to the character of those goods, the 
same trade practices related to all of them. Opposer’s goods are 
sold chiefly through department, drug and syndicate stores. Women, 
for the most part, are the ultimate consumers of opposer’s products. 

The applicant, according to the record, is a manufacturer of 
graphite and related products, such as crucibles, paints and var- 
nishes, pencils, graphite greases, and many other graphite com- 
pounds. Its graphite is sold in bags weighing ten or twelve pounds, 
principally as a lubricant, used alone or in combination with oils 
or greases. It is also used by electrical companies, ink manufactur- 
ing companies and others. It is sold to consumers who ordinarily 
use the same for manufacturing or processing purposes. The 
record does not show that the goods of both parties ever go to the 
same purchasers. Opposer’s goods are widely advertised in maga- 


zines, newspapers, by radio, in window displays, etc. Applicant’s 
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advertising of a great many of its products is chiefly in mechanical 
or trade papers relating to “hardware, mill supply and such media 
probably as the Popular Mechanics.” 

The Examiner of Interferences concluded that the goods of the 
respective parties were not of the same descriptive properties; that 
owing to the differences in the goods and the conditions with refer- 
ence to their use, advertisement and sale, there would be no likeli- 
hood of confusion, and therefore dismissed the notice of opposition 
and adjudged that applicant was entitled to register the said mark. 

Upon appeal, the Commissioner of Patents affirmed the decision 
of the Examiner and stated: 


In the instant proceeding there is not the remotest relationship between 
the goods involved, and I agree with the Examiner of Interferences that this 
fact precludes the relief sought by opposer. Opposer’s mark is doubtless 
unique and valuable, and opposer’s annoyance at its appropriation by appli- 
cant is readily understood. But opposer owns the mark only by reason of 
its use thereof on particular merchandise, and can prevent its registration 
to others only for merchandise of the same class or description. 

From the decision of the Commissioner the opposer has appealed 
here. Opposer’s argument, so earnestly made before this court in 
support of its contentions that the opposition should have been 
sustained, is such an unusual presentation that it is thought proper 
to call attention to it in some detail in order that the position of the 
tribunals below and of this court in ruling thereon may be more 
fully understood. Opposer does not in its brief or in oral argument 
here suggest that there would be any likelihood of anyone conclud- 
ing, under the circumstances shown by the record, that there was a 
common origin of the two articles sold under the respective trade- 
marks. Opposer predicates the damage, which it alleges it will sus- 
tain by said registration, not upon the fact that purchasers may 
conclude that opposer has gone into the graphite business, or that 
the applicant has gone into the face powder business, but argues 
that graphite is associated with lead pencils, although lead pencils 
contain no lead; that lead, at one time used in face powder and face 
lotions, was regarded as a harmful ingredient; that because of these 
facts it might be concluded by opposer’s customers that its well- 
and favorably-known products sold under the name of “Air-Spun” 
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contained lead (although they contain neither lead nor graphite), 


and that opposer’s reputation would thereby be damaged. 
Opposer frankly admits that the case presents a “very peculiar 
aspect” and that 


‘an extremely novel and unique situation is 


present.” It argues, in effect, that since both trade-marks 
arbitrary and unusual, the likelihood of damage is greater than if 
the trade-marks were not of this character. 
situation is entitled to consideration. 


McKesson & Robbins, Inc 


[2d] 915. 


In some instances this 
The Bon Ami Company v. 
C. C. P. A. (Patents) 826, 93 F. 


We are of the opinion that the goods of the respective parties 
are not of the same class or of the same descriptive properties. 
being true, the mandatory provisions of Section ! 


of the Trade- 


Mark Act of 1905, prescribing that trade-marks shall not be regis- 
tered under certain circumstances, are not applicable. 


trade-marks are substantially identical, the goods of the respective 
parties are so different that it seems clear that there is not even a 
remote probability that purchasers would be deceived as to the 
origin of the respective goods from the concurrent use of the two 
marks as alleged. 


Opposer argues that talc, used in face powder, and graphite are 
minerals and that both are finely powdered materials. 
seriously argued that face powder and applicant’s graphite and 
graphite products are of the same descriptive properties, but it is 
argued that graphite and lead are of the same descriptive properties. 
We think that opposer’s contentions are tenuous. 


We have examined 


all the authorities cited, as well as many others, and find no decision 


where such circuitous reasoning was employed in connection with 
the determination of the question of the registrability of a trade- 
mark or, for that matter, to questions relating to protection in the 


use of a mark. 


Trade-mark laws as a whole, and the registration 


law here involved in particular, were never designed to afford a 
remedy for every remote and far-fetched claim of damage. 
Opposer particularly relies on the case of Imperial Cotto Sales 
Co. v. N. K. Fairbanks Co., 50 App. D. C. 250, 270 Fed. 686 [11 
T.-M. Rep. 107}. 


That case involved the question of the registra- 
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tion of the trade-mark ‘“‘Cottolene” applied to cottonseed meal to 
be used for feeding livestock, which was refused registration upon 
the opposition of the owner of the registered trade-mark “Cotto- 
lene” applied to a cooking fat made from cottonseed oil and 
“oleostearine.” It is true that the Court of Appeals of the District 
of Columbia stated that in that particular case it was not so much a 
question of damage from confusion of goods but was a question of 
damage flowing from the “confusion of reputations.” Regardless of 
what might be said with respect to the reasoning of the court in that 
case, we think that the situation present there was entirely different 


from that presented here since both of the products there involved 


had the same cottonseed origin which origin was indicated by the 


trade-marks there in issue. In that case there were far better 
grounds for arguing that the goods were of the same descriptive 
properties than in the instant case. We had that case under con- 
sideration in The Procter §& Gamble Co. v. The Crescent Supply Co., 
23 C. C. P. A. (Patents) 790, 80 F. (2d) 1002 [26 T.-M. Rep. 43], 
and in discussing the case said: 

.... Both of the products there involved had in part precisely the same 
cotton seed origin, and this origin was strongly indicated by the nature of 
the mark there in issue. Neither of these facts is present in the case at 
bar, and therefore the case last above cited is not, in our opinion, an author- 
ity upon the question here before us. It is therefore unnecessary for us to 
comment further upon said cited case. 

None of the other cases cited by opposer are sufficiently in point 
on the facts at bar to warrant discussion here. 

We conclude that the goods of the respective parties differ in 
all essential respects to the extent that there is no reasonable 
probability that confusion of purchasers, within the meaning of the 
statute under consideration, will flow from the concurrent use of 
said marks as shown. The goods are not produced from the same 
materials, do not look alike and are used for different purposes by 
different classes of people. The circumstances surrounding the sale 
and advertisement of face powder and the other articles on which 
opposer uses its mark are wholly different from those pertaining to 


applicant’s goods. 












































232 TWENTY-NINTH TRADE-MARK REPORTER 


The Patent Office tribunals properly dismissed the notice of 
opposition and, upon this record, properly adjudged that the ap 
plicant was entitled to the registration for which it has made appli 
cation, and the decision of the Commissioner affirming that of the 
Examiner of Interferences is affirmed. 


Hat De Waripe v. WarreEN DUNNELL 


United States Court of Customs and Patent Appeals 
February 27, 1939 


Trape-MarKks—CaNnceLLaTion—‘Suiie-Away” on Paper Sanirary ToiLe 
Seat Covers—Descriprive Marks. 

The words “Slip-Away” used as a trade-mark on paper sanitary 
toilet seat covers, held descriptive and its cancellation was, accordingly, 
decreed. 

On appeal from a decision of the Commissioner of Patents 
recommending the cancellation of a trade-mark registration. 


Affirmed. For the Commissioner’s decision see 27 T.-M. Rep. 829. 


Theodore J. Geisler, of Portland, Ore., for appellant. 
Arthur J. Farnsworth, of Los Angeles, Calif., for appellee. 


Jackson, J.: This is an appeal in a trade-mark cancellation 
proceeding from a decision of the Commissioner of Patents affirming 
the decision of the Examiner of Interferences which held appel- 
lant’s trade-mark “Slip-Away”’ in association with other disclaimed 
words, registered April 2, 1929, under the Trade-Mark Act of 
1905, to be merely descriptive of the function performed by appel- 
lant’s goods and recommended cancellation of the said registration. 

The issue and the description and function of the goods of both 
parties were succinctly set out by the Examiner of Interferences as 
follows: 


In the registration involved herein and sought to be cancelled is disclosed 
the notation “Slip Away” for use in connection with paper sanitary toilet 
seat covers. 

In the petition for cancellation the allegations of fact relate to and seek 
to draw in only the descriptiveness clause of Section 5, and the petitioner 
relies upon its use of the notation “Slide Away.” 

The goods to which these notations are affixed by both parties have the 
same purchasing appeal. These goods constitute a sanitary toilet seat cover 
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having a body portion adapted to rest upon the seat proper and an integral 
member or “carry off” section arranged to extend into the toilet bowl, so 
arranged that when the latter is flushed the drag of the water on the carry 
off section will pull the seat cover off the toilet seat and dispose of the same. 


The pertinent portion of Section 5 of the 1905 Trade-Mark Act 


reads: 


Provided, That no mark which consists merely .... in words or devices 
which are descriptive of the goods with which they are used, or of the 
character or quality of such goods .... shall be registered under the terms 


of this eS ss 


In Beckwith v. Commissioner of Patents, 252 U. S. 538, 543 
[10 T.-M. Rep. 255], the fundamental rule of descriptiveness in 


connection with trade-marks was set forth in lucid language. The 


court said: 


It was settled long prior to the Trade-Mark Registration Act that the 
law would not secure to any person the exclusive use of a trade-mark con- 
sisting merely of words descriptive of the qualities, ingredients or charac- 
teristics of an article of trade. This for the reason that the function of a 
trade-mark is to point distinctively, either by its own meaning or by asso- 
ciation, to the origin or ownership of the wares to which it is applied, and 
words merely descriptive of qualities, ingredients or characteristics, when 
used alone, do not do this. Other like goods, equal to them in all respects, 
imay be manufactured or dealt in by others, who, with equal truth, may use, 
and must be left free to use, the same language of description in placing 
their goods before the public. 


The fundamental issue here is whether or not the registered mark 


is descriptive of the goods with which it is used and it is with this 


matter that we will concern ourselves, rendering it unnecessary to 


review the testimony of appellant. 


It appears from the pleadings and the evidence of appellant, 


who alone took testimony, that appellee is engaged in the manufac- 


ture of merchandise similar to that of appellant to which he has 


applied the phrase “Slide Away” and that he has been threatened 


by appellant with a suit for trade-mark infringement. 


We are of opinion, as were the tribunals below, that the nota- 


tions “Slip Away” and “Slide Away” mean the same thing and aptly 


describe the performing function of the goods of both parties. The 


advertising appeal seems to be entirely based upon the fact that the 


paper cover slips or slides from the toilet seat into the bowl during 


the flushing operation. 





The fact that the drag of the water on the 
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carry off section will pull the seat cover from the toilet seat into the 
bowl, in our opinion, has no bearing on the issue here. There prob- 
ably are sanitary paper toilet seat covers which, after use, are 
moved by hand into the bowl and disposed of by flushing the toilet. 
Because of the probable carelessness on the part of some users, it 
is reasonable to suppose that the covers would not always be thrown 
in the bowl and the used covers would make for unsightly and un- 
sanitary toilet room conditions. The goods of both parties differ 
from the ordinary cover just described in that when the toilet bowl is 
flushed the paper cover is drawn down by the force of the flushing 
water and slips or slides away. This manner of self-disposal cer- 
tainly describes a characteristic of the goods. 

The advertising matter of the parties, exhibits of which are 
before us, clearly indicates that it is the slipping or sliding prop- 
erty of the goods that constitutes one of its essential characteristics. 
Appellant’s Exhibit N. illustrates this fact as follows: 

As soon as the toilet is flushed this saturated flap pulls the light tissue 
cover away, disposing of it instantly and completely. The cover must slip 
away like this to keep the room clean, and the exclusive patented double 


flap of the Slip-Away Self Disposing Toilet Seat Cover is the only device 
that can accomplish this purpose and also anchor the cover firmly on the 


seat. 

Appellant contends in substance that the term “Slip-Away”’ is 
merely a suggestive mark as distinguished from a descriptive mark, 
citing many cases to sustain his contention. The cases cited and 
quoted from in his brief would be pertinent and compelling if his 
term “Slip-Away” were merely suggestive. But this term, in our 
opinion, is descriptive of the character of his goods in that it clearly 
sets forth in ordinary language one of its primary attributes. We 
do not think that the setting of the cover to the seat by the flap, or 
carry off section, extending into the water of the bowl is, by any 
means, the chief feature of appellant’s goods. The flap is what is 
seized upon by the flushing water and as it is drawn into the drain 
the light tissue seat cover to which it is attached naturally slips or 
slides off with it. We have no doubt but that the registered mark of 


appellant is descriptive of one of the characteristics of his seat 
cover. 
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The Commissioner’s decision states as follows: 


It is asserted in De Waide’s brief that the seat covers in question 
“neither slip away, nor are slipped away. They stay put in place until 
pulled or dragged off by the flushing of the toilet bowl.” That may be 
true; but merely because some force must be exerted to initiate the process 
of slipping, it does not follow that the article thus set in motion does not 
thereafter slip. I can think of no brief expression that more aptly describes 
this particular characteristic of sanitary seat covers than to say that they 
“slip away” from the seat when the bowl is flushed. It is my opinion that 
any dealer in like merchandise has the right to use this and similar phrases 
to describe his goods, and that it is not therefore subject to exclusive ap- 
propriation. It follows that the registration here involved was improperly 
granted, and as Dunnell is shown to have been injured thereby the statute 
requires its cancellation. 


We are of the opinion that the above reasoning and helding are 
proper and for the reasons set forth herein the decision of the Com- 
missioner of Patents is affirmed. 





GotTHAM Si1Lk Hosiery Co., Inc. v. THE Narrow Fasric Company 
United States Court of Customs and Patent Appeals 
Cancellation No. 2919 


March 6, 1939 


Trape-Marks—CaNncELLATION—“GoLp SrriPe” anp Coton Marks—Non-Con- 
FLICTING Marks, 

A trade-mark consisting of a gold colored stripe on hosiery, either 
alone or in combination with the words “Gold Stripe,” both marks being 
applied to the top of the hosiery, held not to be confusingly similar to a 
mark consisting of a gold colored zig-zag line shown across the entire 
width of a narrow elastic fabric, particularly as the said fabric is sold 
for use in making stockings and there is no evidence on which likelihood 
of confusion of origin can reasonably be based. 


Appeal from a decision of the Commissioner of Patents, dis- 
missing appellant’s petition for cancellation. Affirmed. For the 
Commissioner’s decisions see 27 T.-M. Rep. 722. 


Louis D. Fletcher, of New York City, for appellant. 
Alfred E. Ischinger, of Reading, Pa., and Kennard N. Ware, of 
Philadelphia, Pa., for appellee. 


Jackson, J.: This is an appeal, in a trade-mark cancellation 
proceeding, from a decision of the Commissioner of Patents affirming 
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that of the Examiner of Interferences dismissing appellant's peti- 
tion for cancellation of the registered trade-mark of appellee. 

The sole issue raised by the appeal is whether or not the Com- 
missioner of Patents erred in ruling that there was no likelihood of 
confusion resulting from the use of the trade-marks in issue on the 
respective goods of the parties. The registered trade-mark of 
appellee consists of a gold colored zig-zag line appearing across 
the entire width of narrow elastic fabric. The trade-mark of ap- 
pellant is a golden colored stripe near the top of a stocking. 

Appellant has two registered trade-marks. One consists of the 
words “Gold Stripe,” registered June 10, 1913. The other con- 
sists of a gold colored stripe near the top of a stocking, registered 
February 18, 1913. Both trade-marks were renewed at the end of 
the statutory period. 

Both parties took testimony. The evidence shows that appel- 
lant is exclusively a hosiery manufacturer. It has been making and 
selling hosiery since 1913, using the trade-marks indicated above. 
Its stockings go to the ultimate consumer, in its own box, through 
sale in the hosiery departments of retail stores. The toe of every 
stocking carries the words “Gold Stripe” and a gold colored stripe 
is woven around the circumference near the top of the stocking. 
“Gold Stripe” is also printed on the boxes containing appellant’s 
merchandise and on bands which bind the stockings together. 

The record further shows that the sole business of appellee is 
the manufacture of narrow fabrics, a portion of which are elastic. 
The zig-zag strand is used only in the solid elastic fabrics. The 
record also discloses that this elastic fabric sold to manufacturers 
for use in the construction of so-called “foundation garments,” un- 
derwear, brassieres, and the like is not seen by the ultimate consumer 
when used in this connection. About a third of appellee’s sales are 
made to department stores through wholesale dealers and these 
stores sell the narrow elastic fabric for replacements in the above 
mentioned garments. Furthermore, the elastic fabric manufactured 
by appellee, to which its trade-mark is applied, according to the 
uneontradicted testimony of appellee, is not fit to be incorporated 


into the stockings of appellant because of its physical properties, 
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that is, it has too strong a tension to be comfortable on the leg, and 
the narrowness of the fabric would not be conducive to ease in 
wearing. 

We are of opinion, after a careful consideration of the record, 
that the Commissioner of Patents was correct in holding that there 
was no likelihood of confusion between the respective trade-marks 
of appellant and appellee. We base our decision upon the following 
grounds: 1. The trade-marks are applied to radically different 
goods. 2. There is no evidence upon which likelihood of confusion 
of origin can be reasonably predicated. 

1. Although both the merchandise of appellant and appellee are 
designed for use as part of women’s wearing apparel, nevertheless, 
there are such fundamental distinctions between the goods involved 
that there is no likelihood of confusion arising in the mind of the 
ultimate consumer. An examination of the exhibits of appellant 
reveals that the elastic fabric used at the top of the knee-length 
stocking is highly ornamental, with comparatively little tension and 
broad enough to allow the stockings to be held in place with little, 
if any, discomfort. On the other hand, the elastic fabric of appel- 
lee, which bears its trade-mark, is narrow, strong in tension and 
obviously designed for other purposes than to hold up stockings. 

The narrow elastic fabric, used principally in such garments as 
brassieres and other underwear, is not closely related in use to the 
relatively broad and ornamental type of elastic fabric used with 
silk stockings, and, furthermore, the record clearly discloses that 
the merchandise of the parties is not so closely related in the minds 
of the ultimate consumers as to constitute likelihood of confusion as 
to origin. 

2. The trade-mark of appellee “is a technical mark and con- 
sists only in a narrow zig-zag line formed by a gold colored strand 
on an elastic tape.” The tape thus marked is not used in stock- 
ings. In most of its sales by the manner in which the goods are used 
it will not even be seen. In the case of sales for replacements, where 
the trade-mark of appellee is visible, an examination of the exhibits 
of the respective parties discloses such a difference that we believe 
there is no likelihood of confusion as to origin. 
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The fabric of appellee, to which its trade-mark is applied, has 
never been used in stockings. If it were to be so used it would have 
to be substantially changed. 

The goods of the respective parties probably belong to the same 
broad class in that they both pertain to women’s apparel and in 
that respect may be said to be of the same descriptive properties. 
They are not identical, however, and when this fact is considered in 
connection with the clear difference in the marks we can see no rea- 
son to disagree with the decision of the Commissioner of Patents. 
Skram Co. v. Bayer Co., Inc., 28 C. C. P. A. (Patents) 1049, 82 
F. (2d) 615 [26 T.-M. Rep. 584]. 

We are of opinion that the Commissioner of Patents was correct 
in holding that there was no likelihood of confusion resulting from 
a use of the respective trade-marks of the parties, and for the rea- 
sons set forth herein the decision of the Commissioner of Patents 
is affirmed. 


Brianp, J., dissenting: I am in disagreement with the majority 
that there is no likelihood of confusion by the concurrent use of the 
two marks upon the respective goods of the parties. The marks are 
confusingly similar and the goods are of the same descriptive proper- 
ties. There is a direct relationship shown by the record between 
the narrow elastic fabrics and stockings. This matter is not referred 
to in the opinion. The appellee advertises that it manufactures a 
narrow elastic fabric for use in certain kinds of stockings and shows 
how it is used, and the mere fact that it did not advertise the fabric 
with the stripe in it for use on stockings, to my mind, does not justify 
leaving this matter out of consideration. 

Appellee’s witness conceded that certain of its elastic fabrics 
could be used in appellant’s stockings. If the fabric containing the 
stripe is used in stockings, surely it could not be contended that 
there was no likelihood of confusion as to the origin of the fabric. 
A gold stripe elastic fabric in appellant’s gold stripe stockings 
would surely suggest to some purchasers that there was a common 
origin for both articles. 









































DECISIONS OF THE COMMISSIONER OF PATENTS 


as Decisions OF THE COMMISSIONER OF PATENTS 
ve 

Abandonment 
ne Mackun, F. A. C.! Held that Jax Ice & Cold Storage Company 
in had made no showing which would justify the cancellation of two 
S. registrations issued to Jackson Brewing Company, these registra- 
in tions being respectively registration No. 131,504, of the term “Jax” 
A- as a trade-mark for nonalcoholic maltless beverage, and registration 
S. No. 148,451, of the term “Jax” for a nonalcoholic beverage contain- 
2 ing malt. 


In his decision the First Assistant Commissioner stated that it 
ot appeared that Jax Ice & Cold Storage Company, a Florida corpora- 
n tion, doing business under the name “Jax Brewing Company,’ al- 
- leged that it began using the term “Jax” as a trade-mark for beer 
s prior to prohibition and used it in the states of Florida, Georgia, 

North Carolina, and South Carolina, and afterwards continued the 
use of that mark on near beer. He then noted that there had been 


d an interference between the parties here, based upon applications 
F for registration in which the Jax Ice & Cold Storage Company was 
. denied the right to register the mark in question as a trade-mark for 
q a nonalcoholic beverage. He also referred to certain negotiations 
attempted between the parties and a subsequent agreement between 
them, noting also that the Jackson Brewing Company contended the 


question involved in these proceedings was res judicata and that the 
Jax Ice & Cold Storage Company contended that under the terms of 
the agreement it was entitled to have the registrations here involved 
cancelled. 

He then said: 


The contract mentions the registrations to the appellee, Jackson Brewing 
Company, and clearly the situation was known to both parties. No provi- 
sion is made-in the contract in respect to cancellation, and, as stated by the 
Examiner of Trade-Mark Interferences, “Nothing is found therein which 
indicates that either party intended to cease using any mark in trade and 
there is no allegation of fact in the pleading filed by the petitioner to the 
effect that the respondent has actually ceased using any mark in trade.” 


He further said: 


Without passing upon the broad question of whether the registrant of a 
trade-mark may properly grant territorial license thereunder, I agree with 
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the Examiner of Trade-Mark Interferences that under the circumstances 
it is not seen how it can be successfully contended that the registrant has 
abandoned the mark in issue. More specifically, I am unable to agree that 
the petitioner-appellant has a proper basis upon which to predicate its 
petition for cancellation of this trade-mark registration.’ 


Cancellation—No Proof of Damage 


Mackun, F. A. C.: Held that American Pharmaceutical Com- 
pany, Inc., had established no grounds for the cancellation of two 
registrations of the word “‘Ergoapiol” being registrations Nos. 34,- 
877 and 45,787, issued to Martin H. Smith Co. 

In his decision, after stating the holdings made by the Examiner 
of Interferences and the arguments presented by the parties, he 
referred to certain proceedings in the New York State courts be- 
tween the parties involved herein in which petitioner for cancella- 
tion had been enjoined from using the marks “Ergoapiol’’ and 
“Ergot-Apiol” as applied to pharmaceuticals and medicinal prepara- 
tions, and noting petitioner's argument that the order of Justice 
Church in that litigation was not res judicata and that there is no 
force to registrant’s argument that these proceedings should be 
terminated on that ground. 


The First Assistant Commissioner then said: 





It seems to me that the order of Justice Church has some bearing on ap- 
plicant’s right to request cancellation of these registrations in that the order 
does not preclude the petitioner from using “Ergot” and “Apiol” as they 
are alleged to be used by others, but only enjoins the use of the registered 
marks. It therefore appears to me that this petitioner is not injured in 
being precluded from using words that are publici juris, and inasmuch as 
the petitioner is under order not to use the registered marks, the cancella- 
tion of these marks would give the petitioner no legal benefit. It follows 
that so far as the cancellation proceedings are concerned and insofar as 
the jurisdiction of the Patent Office may apply to the controversy of these 
parties, that the petitioner has failed to show damage. 


He then further said: 


I have carefully considered the argument as to likelihood of confusion 
between the registered marks and the use by the petitioner and others of 
the words which are open to the public, but it seems to me that this is no 
injury to the petitioner such as would form a proper basis for cancellation 








1 Jax Ice & Cold Storage Company v. Jackson Brewing Company, Canc. 
Nos. 3209. and 3203, 163 M. D. 210, U. S. P. Q. 429, and 163 M. D. 207, Feb- 
ruary 11, 1939. 
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proceedings, but on the contrary it would seem that if such confusion exists 
the registrant is the sufferer for having registered marks of such a character 
and nature that confusion might arise between the marks and what others 
have a legitimate right to use. As above indicated, the Examiner refrained 
from passing upon the validity of the registrations and confined himself to 
observing that these registrations can involve no restrictions to the peti- 
tioner. As to the specific questions before him, namely, the defenses con- 
tained in paragraphs 8 and 9 of the answer, he held that they are deemed 
legally sufficient to justify terminating this proceeding.” 


Conflicting Marks 


Frazer, A. C.: Held that applicants are not entitled to register 
the term “GJ”’ for various items of jewelry and precious metal ware, 


in view of the prior adoption and use by opposer of the term “Gi” 
as a trade-mark for the same goods. 
In his decision the Assistant Commissioner said: 


Neither of the applicants took testimony. From that filed by opposer 
it appears that all three parties deal in merchandise that is not only iden- 
tical, but is manufactured by the same Danish concern; and that their marks 
are all derived from the name Georg Jensen, the letters “j” and “i” being 
interchangeable in the Danish language. That confusion would result if 
the mark of either applicant were used concurrently with opposer’s mark 
seems too clear to merit discussion. 

In opposer’s record and in the briefs much space is devoted to certain 
contractual relations of the parties which may or may not affect their respec- 
tive rights in the use of their marks. The only question here presented, how- 
ever, is whether or not the applicant in either case is entitled to the registra- 
tion for which it has applied. As long as opposer’s mark remains on the 
register that question must be answered in the negative.’ 


Frazer, A. C.: Held that applicant is not entitled to register, as 
a trade-mark for shoes, the mark, the essential feature of which is 
the notation “Enr-Gizer,” in view of the prior adoption and use by 
opposer of the term “Enna Jettick,” as a trade-mark for the same 
goods. 

In his decision the Assistant Commissioner, after noting ap- 
plicant’s argument that the only question was probably of confusion, 
said: 

2 American Pharmaceutical Company, Inc. v. Martin H. Smith Co., Canc. 
Nos. 3039 and 3040, 163 M. D. 222, 40 U.S. P. Q. 565, February 23, 1939. 

3 Georg Jensen Handmade Silver, Inc. v. Georg Jensen & Wendel A/S, 


and Georg Jensen Handmade Silver, Inc. v. Georg Jensens Solvsmedie A/S, 
Opp’n Nos. 12,699 and 12,717, 163 M. D. 221, February 20, 1939. 
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It is my opinion that the absence of such probability is not clear beyond 
doubt, and it is well established that all doubts must be resolved in favor 
of the first user.* 


Van Arspate, A. C.: Held that two registrations issued to 
Young’s, Inc., under Act of March 19, 1920, for the word ‘“‘Hamil- 
ton” for Waldemar chains, vest chains, etc., and watch chains, tie 
chains, key chains, etc., should be cancelled in view of the long prior 
use by Hamilton Watch Company of the term “Hamilton” as a 
trade-mark for watches, watch movements, and parts thereof, and 
the use of this mark in connection with the sale of wrist watches 
having straps or bracelets attached thereto. 

In his decision, after noting the registrant’s argument that the 
petitioner does not manufacture the watch cases or the wrist straps 
or bracelets and they are purchased from other manufacturers, the 
Assistant Commissioner said: 

To my mind this is immaterial since I consider watches, watch cases, 
wrist watch straps and wrist watch bracelets to be goods of the same 
descriptive properties and also to be goods of the same descriptive proper- 
ties as the goods named in registrant’s registration involved herein. It thus 
appears registrant was not entitled to the exclusive use of the mark at or 
since the date of its application for the registration involved herein, and the 
petitioner may be deemed to be damaged by the registration, American 
Cyanamid Co. v. Synthetic Nitrogen Products Corporation, 19 C. C. P. A. 


1235, 58 F. (2d) 834; Pennsylvania Petroleum Co. v. Penzoil Co., 23 C. C. 
P. A. 706, 80 F. (2d) 67.5 


Frazer, A. C.: Held that applicant is not entitled to register a 


trade-mark for milled grain products and preparations thereof, con- 


sisting of an elaborate design, certain disclaimed descriptive matter, 
and the words “Staley’s’”’ and ‘“‘Master,” in view of the prior adop- 
tion and use by opposer of the notation “Master Mix” as applied to 
goods which include livestock feed. 

After noting the applicant’s contention that its mark would be 
orally designated as “Staley’s Master” but that the opposer’s mark 
and its mark are not alike and there could be no mistake about the 


*Dunn and McCarthy, Inc. v. The D. M. Siff Shoe Company, Opp’n No. 
16,962, 163 M. D. 222, February 21, 1939. 

5 Hamilton Watch Company v. Young’s, Inc., Canc. Nos. 3280 and 3282, 
163 M. D. 226 and 163 M. D. 225, respectively, February 24, 1939. 
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words “‘Staley’s Master” and “Master Mix,” the Assistant Commis- 
sioner said: 


With the latter part of this contention I am unable to agree, particularly 
in view of the fact that the goods of the parties are identical. The word 
“Mix” is purely descriptive of opposer’s goods, and has little, if any trade- 
mark significance. In the expression “Staley’s Master” applicant, in effect, 
has merely added a name to opposer’s mark. 


Then, after referring to the recent case of California Prune and 
Apricot Growers Association vy. Dobry Flour Mills, Inc. (decided 
February 6, 1939 [29 T.-M. Rep. 151], the Assistant Commissioner 
said: 


Applicant argues that the word “Master” is descriptive, and hence in- 
capable of trade-mark appropriation. It is noted, however, that there is 
no disclaimer of this word in the application; and if applicant’s position is 
sound it affords but another reason why the proposed registration should 
be refused. I find it unnecessary, however, to determine the question in 
this proceeding. 


He further said: 


Opposer pleaded, but apparently failed to prove, its ownership of regis- 
tration No. 324,431, issued fifteen months before applicant’s claimed date of 
first use of the mark it seeks to register. The registered trade-mark is 
“Master Mix” for “animal and live stock feed.” Regardless of its owner- 
ship, this registration is in the record and stands as a statutory bar to the 
registration of applicant’s mark. 


Then with reference to a holding by the Examiner of Interfer- 
ences as to other grounds for refusing registration, he said: 


The Examiner of Interferences held applicant’s mark unregistrable over 
two other registrations of record, but in the absence of opposition by their 
owners I am inclined to doubt the propriety of that holding. The marks 
are, respectively, “Masterpiece” and “Masterfat,’ both appropriated to 
merchandise of the same descriptive properties as that to which applicant’s 
mark is applied. Upon the present record I am not prepared to hold that 
either is confusingly similar to applicant’s composite mark.® 


Corporate Name 


Mackuin, F. A. C.: Held that applicant is not entitled to regis- 
ter the mark “Tiffany Tex’ for earth plastic paint for interior 
decoration of walls, in view of the incorporation of Tiffany & Com- 
pany and the use of that name on various goods. 


6 Central Soya Company v. Staley Milling Company, Opp’n No. 16,543, 
163 M. D. 231, February 27, 1939. 
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In his decision, after noting that the Examiner of Interferences 
had held that “Tiffany” being a surname, the applicant had no right 
to registration of the mark of which “Tiffany” is the predominant 
part, and noting applicant’s argument that in view of the goods 
upon which he used his mark there could be no confusion with the 
goods of the other parties, the Assistant Commissioner said: 


Taking the opposition as a whole, I think, with the Examiner, that the 
opposer can qualify under the name clause of Section 5 and that there is 
likelihood that a paint material for interior decoration might very reason- 
ably, and in fact probably would be assumed by purchasers of applicant's 
goods to have originated with the opposer. It strikes me very forcibly 
that the opposer’s mark with the predominating word “Tiffany” would 
leave a strong suggestion in the mind of any purchaser that the goods 
originated with Tiffany & Company or that the use of the name was in 
some way authorized by the opposer. 






















Then with reference to the general ground of the holding of the 
Examiner of Interferences, he said: 


On the point of the appeal of the applicant from the holding that regard- 
less of the right of opposer to intervene, the applicant is not entitled to 
registration, I agree with the Examiner, in view of the prominence of the 
word “Tiffany” in applicant’s mark, and I think that there is no such dis- 
tinctive use or arrangement of it that it might be considered registrable. 


With reference to certain matters in applicant’s notice of appeal, 
he said: 


The applicant’s notice of appeal (item 4) calls attention to several com- 
panies or corporations alleged to be doing business in and around New York 
City and each having the word “Tiffany” in the name by which the company 
is known. Opposer properly points out that there is nothing in the answer 
which would justify the acceptance of such evidence. There is no actual 
proof, and I think that, even if properly shown, such uses do not favorably 
affect and applicant’s right of registration.’ 


Goods of Different Descriptive Properties 





Frazer, A. C.: Held that applicant is entitled to register the 
term ‘““Lustrlux” as a trade-mark for dry cleaning apparatus, not- 
withstanding the prior adoption and use by opposer of the term 
‘“‘Lux”’ as a trade-mark for soap and soap flakes. 


In his decision the Assistant Commissioner referred to the 





original proceeding between these parties which was carried to the 


7 Tiffany & Company v. Frank J. Reilly, Opp’n No. 16,000, 163 M. D. 235, 
February 27, 1939. 
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Court of Customs and Patent Appeals and the decision of that court 
in which the proceedings were remanded to the Patent Office with 
directions to permit an amendment to the application for registration 
and the filing of a new notice of opposition. He then noted that no 
testimony had been taken in the first proceeding and in this later 
proceeding where testimony had been taken it appeared quite con- 
clusively that the goods of the parties were not used conjointly nor 
sold through the same channels of trade and that applicant’s dry 
cleaning apparatus was in the nature of a permanent mechanically 
operated fixture designed for commercial use, and is sold in several 
sizes ranging in price from $4,500 to $15,000, while opposer’s soap 
products are sold in small packages for household use, and are of 
no utility for dry cleaning purposes. 

He then referred to opposer's argument that there were small 
dry cleaning devices retailing for as little as $7.50, and noted that 
such devices were not manufactured by the applicant nor was there 
any evidence that the applicant was likely to produce similar appara- 
tus in the future. He then said: 


But in any event, I am not prepared to hold upon the record before me 
that dry cleaning apparatus, be it large or small, is of the same descriptive 
properties as opposer’s “Lux” soap and soap flakes. Moreover, the marks 
are far from being identical, and even should it be held that these small 
machines and opposer’s soap belong to the same general class of merchandise 
I would still be of the opinion that the wide difference between such goods, 
considered in connection with the substantial dissimilarity of the marks, 
would insure against any reasonable likelihood of confusion. Opposer 
claims to have shown actual confusion; but even if competent, which is at 
least questionable, its evidence in that regard is not convincing. 


Then with reference to opposer’s argument based upon what 
was said to be the exceptional character of opposer’s trade-mark 
“Lux” and its place in the trade and the argument that in the 
absence of any evidence, judicial notice could be taken that “Lux’”’ 
is a unique trade-mark used solely by the opposer, he said: 


Conceding this to be true, it does not follow that opposer has acquired a 
monopoly of the word “Lux” in all combinations and for all classes of mer- 
chandise. Unquestionably, opposer’s trade-mark is unique and of immense 
value, but that fact does not enlarge the language of the statute, and in 
proceedings of this character the statute is controlling.* 


SLever Brothers Company v. Butler Manufacturing Company, Opp’n 
No. 16,789, 163 M. D. 212, February 15, 1939. 
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Goods of Same Descriptive Properties 


Mackuin, F. A. C,: Held that applicant is not entitled to regis 
ter the words “Dixie Bell’ for a cola beverage sold as a soft drink. 


in view of the prior adoption, use and registration by opposer of 


the same words as a trade-mark for distilled alcoholic liquors, and 


particularly gin. 

In his decision, after referring to the facts that these goods are 
frequently sold in the same stores, that the opposer was first in the 
field and had sold a very large amount of goods under the mark in 
question and spent a large amount of money in advertising, and not- 
ing that it is not uncommon to use words suggestive of cola and like 
cola for alcoholic beverages, the First Assistant Commissioner said: 


In the present case the Examiner of Trade-Mark Interferences held that 
the opposer had produced no evidence which showed that cola drinks and 
gin are thus related. However, I think that the conclusion that they are 
frequently associated in the minds of the consumers must be generally 
recognized. While it is common knowledge that they are sold through dif- 
ferent stores and different departments of stores selling diverse merchan- 
dise, it seems that there is also sufficiently wide use of them for intermixing 
and by sale under the same circumstances and in the same places that there 
is likelihood of confusion. [Citing decisions. ]® 


Non-Conflicting Marks 


Van Arspate, A. C.: Held that applicant is entitled to register, 
as a trade-mark for various toiletries, the term “Early American,’ 
notwithstanding the prior use by opposer of the trade-mark “Elgin 
American” registered under the ten-year proviso of Section 5 of the 
Trade-Mark Act, for goods of the same descriptive properties (the 
goods of the application involved in opposition 16,819 included 
toilet soap, shaving soap, etc., and the goods of the application in- 
volved in opposition 16,820 included face creams and powders, 
rouge, lipsticks, etc.). 

In his decision the Assistant Commissioner noted that since the 
products of both parties were made by American companies they 
are American products and that neither mark consists of the word 


® Continental Distilling Corporation v. Jameson George Buston, Opp’n 
No. 16,238, 163 M. D. 227, February 24, 1939. 
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“American” alone and that word cannot be considered the dominat- 
ing part of the marks. 
He then said: 


The words “Early American” taken together have a definite and well 
established meaning, entirely different from any meaning suggested by 
either of the two words alone. The expression “Early American,” it seems 
to me, would be understood immediately and commonly to refer to the early 
Colonial times in American history. I do not believe it likely that the ex- 
pression “Early American” would be considered as designating or even 
suggesting any present geographical locality, or any company whose name 
appears in the record. On the other hand, I think the words “Elgin Ameri- 
can” would be commonly recognized as having geographical significance or 
as comprising the name of the Elgin American Division of opposer, or as 
both; and I believe the words “Elgin American,” considered either sepa- 
rately or together, would not indicate or suggest the early American days. 
It is further noted that applicant’s exhibits of advertising matter and 
packages of goods, of record herein, stress the use of the words “Early 
American” as referring to the early era of American Colonial history and 
to bring to mind the romance, glamour and atmosphere of those days.'° 


Mackun, F. A. C.: Held that applicant is not entitled to register 
the term ““Betazyme’”’ as a trade-mark for a medicine or remedy for 
intestinal fermentation, in view of the prior use and registration by 
opposer of the term “Takazyme” as a trade-mark for a prepara- 


tion for use in correcting conditions associated with excessive gastric 
acidity. 


In his decision the First Assistant Commissioner noted the argu- 
ments based on the ground that there was no similarity between the 
marks except in the second syllable “zyme,” and that that syllable 
had been in common use, and noting opposer’s argument that it was 
a large manufacturer of pharmaceuticals who had been in business 
for many years and had widely advertised the mark “Takazyme.” 
He also noted that the goods were of the same descriptive proper- 
ties and the marks very similar in appearance. 

He further noted that applicant had cited certain decisions as to 
the use by one party of a word which was in common use, and said: 


In my opinion these decisions are not as clearly applicable as is the 
decision set forth at length in the opinion in Skelly Oil Co. v. Powerine Co., 
24 C. C. P. A. 790, 86 F. (2d) 752. It seems to me that in that case both 


10 Illinois Watch Case Company v. Shulton, Inc., Opp’n Nos. 16,819 and 
16,820, 163 M. D. 215 and 163 M. D. 215, February 17, 1939. 
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sides of the question here presented had been fully considered and the ap- 
plicability of that decision to the facts before me appears to be clear. Its 
distinctions from other cases such as cited by the applicant are apparent, 
and I think the statement “An applicant does not strengthen his own case 
in arguing for the right to register by pointing out that a portion of the 
word is publicit juris, and that others have been permitted to_ register 
similar words ....” is appropriate here. In the present case, as in the case 
there before the court, the applicant is the newcomer and it seems to me 
that in adopting a word applicant was under obligation not to get into the 
“border-line zone,” as I believe it did here. Only the first syllable of ap- 
plicant’s word is spelled differently, and it is likely to be pronounced very 
similarly to the word of opposer. 


Frazer, A. C.: Held that the Examiner of Interferences prop- 
erly ruled that the applicant is entitled to register the term “Cir- 
coolator’ accompanied by a design, as a trade-mark for ventilating 
fans, blowers, etc., notwithstanding the prior adoption and use by 
opposer of the term “Kelvinator,” as a trade-mark for refrigerating 
apparatus. 

The Assistant Commissioner said: 


On authority of Kelvinator Corporation v. Norge Corporation, 25 C. C. 
P. A. 857, 94 F. (2d) 384 [28 T.-M. Rep. 135], the decision must be affirmed. 


However, in view of the ruling in Lever Brothers Co. v. Butler Manufactur- 
ing Co., 24 C. C. P. A. 1000, 88 F. (2d) 842 [27 T.-M. Rep. 227], the ap- 
plicant, if it finally prevails in this proceeding, will be required to delete the 
word “systems” from its description of merchandise, and may, if desired, 
substitute the word “apparatus.”?* 


11 Parke, Davis and Company v. E. T. Krebs, Opp’n No. 16,394, 163 M. D. 
217, February 18, 1939. 


12 Kelvinator Corporation v. The Viking Air Conditioning Corporation, 
Opp’n No. 15,731, 163 M. D. 220, February 20, 1939. 





